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1 General Comments
1.1  Scope of this analysis

This paper analyses the leaked 30 August 2013 text of the TPP IP Chapter from an Australian
perspective. The goal is to assess the compatibility of provisions in the current draft with
Australian law and Australia’s international obligations: including TRIPS and the Australia-US
Free Trade Agreement (AUSFTA). The review has several key purposes:
1. To contribute careful analysis to the current debate on the TPPA IP proposals;
2. To offer input into the Australian processes considering the TPPA;
3. To demonstrate to an international audience the relationship between these provisions
and TRIPS; and
4. To demonstrate the relationship between these provisions and existing US Free Trade
Agreements like AUSFTA. A surprising number of the provisions go beyond AUSFTA.

The analysis that follows extracts every provision of the leaked, 30 August 2013, IP chapter
dealing with enforcement: that is, from page 66 onwards. It identifies the extent to which the
various proposals are TRIPS-plus, ACTA-plus and AUSFTA-plus (the Australia-US Free Trade
Agreement being one relatively recent US FTA: this analysis should be relevant to any country
already subject to an FTA). The main purpose of the analysis has been to look at the provisions
from an Australian point of view, but I hope that the analysis and particularly the commentary
will be useful to any reader interested in the details of I[P enforcement provisions. I have no
attempted fully to engage with every single permutation of every country position, but seek to
give a broad picture of the amendments and proposed amendments that might matter.

A couple of limitations on scope should be noted:
1. It is a draft for comment (as at 19 November 2013). Feedback is most welcome

(kimberlee.weatherall@sydney.edu.au or +61 2 9351 0478). There is undoubtedly much
more to say.

2. It is confined to those parts of the TPP IP Chapter that might impact on IP law, IP
enforcement procedures, and criminal and civil procedure.

1.2  Summary and commentary

Reading the IP provisions of the TPP IP chapter leak dated August 2013 is a maddening,
dispiriting process (not to mention that my eyes have probably gone square trying to parse
text). The key problems are these.

First, the provisions are written like legislation, not treaty, suggesting a complete lack of good
faith and trust on the part of the negotiating countries. It is quite apparent that the negotiators
do not expect each other to engage in reasonable interpretation or good faith discussion of the
meaning of the provisions: and so they have resorted to specifying, in excruciatingly detailed
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2.4.3 Injunctions

Article QQ.H.4.3: {Civil Procedures and Remedies / Civil and Administrative Procedures and
Remedies} p69

[US/CA/BN/AU/IP/MX/NZ/PE/VN propose: 3.”* Each Party shall provide that its judicial authorities
have the authority to order injunctive relief that conforms to the provisions of Article 44 of the TRIPS
Agreement, inter alia, to prevent goods that involve the infringement of an intellectual property
right from entering into the channels of commerce [VN propose: in that Party's Jurisdiction].]**

201 Negotiators' Note: AU supports this paragraph ad referendum.

202 Negotiators' Note: CL/MY/SG will revert back intersessionally.

International: No equivalent general provision in AUSFTA, but general obligation clearly exists
in TRIPS. AUSFTA Article 17.11.14 requires that judicial authorities have the power to enjoin
export of allegedly infringing goods. The ACTA text has a more specific provision in Article 8,
which also refers to injunctions against third parties (to prevent infringing goods entering the
channels of commerce).

Australia: Australian I[P law allows injunctions as a remedy.!7 Copyright, trade mark, and patent
law all prohibit export at least in a commercial context.18

244 Compensation for abuse of enforcement procedures

Article QQ.H.4.4: {Civil Procedures and Remedies / Civil and Administrative Procedures and
Remedies} p69

[CL/PE/BN//VN propose;*®® US/NZ oppose: 4. Each Party shall ensure that its judicial authorities
shall have the authority to order a party at whose request measures were taken and who has abused
enforcement procedures to provide the party wrongfully enjoined or restrained adequate
compensation for the injury suffered because of such abuse.]***

203 Negotiators' Note: JP is considering this provision.

20% Negotiators' Note: MY support the principle but are still considering the need for this proposal in

the context of Article 48 of TRIPS. SG/MX/VN/AU/CA can go along with the consensus.

International: This would seem to be a helpful addition. The language comes from article 48 of
TRIPS, although it is notable that the second part of article 48 - which requires that ‘the judicial

17 See eg Copyright Act 1968 s 115(2); Patents Act 1990 s 122(1); Trade Marks Act 1995 s 126.

18 The Copyright Act prohibits reproduction (ss31, 85-88), and sale and distribution of infringing
copies (ss38, 103). The Trade Marks Act specifically provides that applying a trade mark in
Australia to goods destined for export this is taken as ‘use of the trade mark’ (s 228). In patent law,
it is infringement to export patented products for commercial purposes, whether the contract
pursuant to which export takes place was made in the jurisdiction or outside it: Sterling Drug Inc v
Beck [1972] FSR 529; United Telephone Co v Sharples (1885) 29 Ch D 164.
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On one view, Australia has only relatively recently introduced additional damages into patent
law, and the impact of this change should be assessed before adding new, more specific rules.
On the other hand, Australian approaches to additional damages tend to allow courts to make
at-large assessments which, at least in copyright cases, have exceeded 10 times the proven
damage. The language of this provision, in limiting the award of punitive damages to no more
than three times the damage proved, might (perhaps ironically) place a much-needed cap on
damages awards.

2.4.7 Attorney Costs

ARTICLE QQ.H.4.Y p70

7. Each Party shall provide that its judicial authorities, [PE oppose: where appropriate,] [CA
propose:*®] [PE propose: except in exceptional circumstances] have the authority to order, at the
conclusion of civil judicial proceedings concerning infringement of at least copyright or related
rights, [CA/MX/US propose: patents and [CA/MX/US oppose: or] trademarks, that the prevailing
party be awarded payment by the losing party of court costs or fees and appropriate attorney's fees,

or any other expenses as provided for under that Party's law.

209 [CA propose: For the purposes of this Article, where appropriate shall not be limited to exceptional cases.]

International: This provision on costs is TRIPS-plus (Art 45 refers to ‘expenses which may
include reasonable attorneys fees) and AUSFTA-plus but the same as ACTA provided that the
qualification of ‘where appropriate’ is included.

Australia: the provision is not controversial for Australia. Australian courts generally have the
discretion to order an unsuccessful party pay costs, subject to rules relating to the rejection of
reasonable settlement offers. Courts would retain their usual discretion (for example, costs may
not be recoverable if a reasonable settlement offer was refused) (the provision only requires
that the judicial authorities have the authority to make an award, not that they shall make such
an award).

2.5 Seizure

2.5.1 Seizure of suspected infringing goods, materials, implements and documentary evidence

ARTICLE QQ.H.4.Y p70-71

9°"° In civil judicial proceedings concerning copyright or related rights infringement and trademark

counterfeiting, each Party shall provide that its judicial authorities shall have the authority [VN
propose: , at the right holder's request,] to order [VN propose: as provisional measures] the seizure
or other taking into custody of suspected infringing goods, materials and implements relevant to the
infringement, and, at least for trademark counterfeiting, documentary evidence relevant to the
infringement.
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disposed of outside the channel of commerce or] destroyed, except in exceptional
circumstances, without compensation of any sort.

(b) Each Party shall further provide that its judicial authorities have the authority to order
that materials and implements that have been used in the manufacture or creation of
such infringing goods, be, without undue delay and without compensation of any sort,
destroyed or disposed of outside the channels of commerce in such a manner as to
minimize the risks of further infringements.

(c) in regard to counterfeit trademark goods, the simple removal of the trademark
unlawfully affixed shall not be sufficient, other than in exceptional circumstances, to
permit the release of goods into the channels of commerce.

211 Negotiator's Note: MX supports this in principle but needs to reflect on this pending discussions

on paragraph QQ.H.4.13.

International: This provision has a narrower application that the equivalent provision in
TRIPS: Article 46 of TRIPS applies to all IP infringements). This more serious provision is
confined to ‘copyright piracy and trade mark counterfeiting’. It is stricter than Article 46 of
TRIPS in certain key ways:

e The TPP language (unless qualified as VN proposes) requires destruction. Article 46 of
TRIPS does not require destruction: it requires disposal outside the channels of
commerce or destruction (if consistent with constitutional requirements);

e Regarding implements:

0 The TPP language covering implements covers materials and implements used
in the manufacture or creation of infringing goods. TRIPS Article 46 only
covers materials and implements the predominant use of which has been in
the creation of infringing goods.

0 The TPP language proposes destruction or disposal of material or implements;
TRIPS Article 46 only refers to disposal outside the channels of commerce in a
manner to minimize the risk of further infringements.

e The TPP language is otherwise unqualified. TRIPS includes safeguards:

0 The need for proportionality between the seriousness of the infringement and
the remedies ordered must be taken into account; and

0 The interests of third parties must be taken into account.

The provision is also ACTA-plus: the provision in ACTA is limited to materials and implements
predominantly used to manufacture or create infringing goods. Although the ACTA provision
(article 10) does not contain the TRIPS safeguards, ACTA’s Article 6 requires parties to take
account of the need for proportionality and the interest of third parties into account in all
enforcement proceedings.

The failure to include the TRIPS safeguards raises important issues: First, why does the TPP text
include no reference at all to proportionality or the interests of third parties? Proportionality is
a critical consideration especially where a provision has broad coverage to any material and
implements used to infringe. Bearing in mind that the definition of copyright ‘piracy’ is not
confined to a lay understanding of piracy (ie, it is not confined to fraudulent and exact copies of
published copyright material) it is entirely conceivable that, for example, legitimate publishers,
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or legitimate businesses providing publishing and copying equipment, could get caught up by a
provision like this, once the word predominantly is taken out of the mix.24

Second, what is the relationship between TRIPS and the TRIPS safeguards and bilateral text of
this kind? On this point different views have been expressed. My view is and remains that all
TRIPS safeguards stated in mandatory language (as many of the safeguards in the enforcement
provisions of TRIPS are) would remain binding on the parties,?s although other experts in
international IP law have asserted the opposite.2¢ It is, however, extremely confusing not to
include safeguards in the text, as it raises the question whether those safeguards still apply. It is
also undesirable, since having the safeguards in place is important to ensure both the reality
and the appearance of protecting the interests of persons other than right holders.

Australia: Australia is subject to an even stronger provision in AUSFTA: AUSFTA article
17.11.10 provides that infringing goods shall be destroyed except in exceptional circumstances,
the coverage extends to materials and implements merely used in manufacture/creation of
infringements, and the article is unqualified by any requirement of proportionality or
consideration of third parties.

The consistency of this provision with Australian law depends on whether the provision
extends to goods in the hands of innocent third parties/persons other than the infringer. If it
does, the provision would be arguably inconsistent with Australian trade mark law, but
consistent with Australian copyright law. Even when confined to goods taken from the infringer,
the provision may not be consistent with Australian trade mark or patent law. Australian courts
have power, in order to perfect an injunction restraining trade mark infringement, to order
delivery up of infringing items (goods, labels, packaging, advertising material) for either the
obliteration of the trade mark or for destruction. But the remedy is there to ensure the
defendant is not tempted to put the infringing copies into circulation. As the infringement arises
from the use of the trade mark in relation to goods or services, rather than the sale or provision
of the goods or services themselves, there is authority that obliteration of the mark is in fact to
be preferred over destruction: Lahore and Dufty, Patents, Trade Marks & Related Rights
(looseleaf, 1996-), [58,500]; see Warwick Tyre v New Motor and General Rubber (1910) 27 RPC
161, 171; Bently and Sherman, Intellectual Property Law (2rd ed 2001), 1100.

24 It might be argued that the purpose of removing references to ‘predominantly’ is to ensure that
right holders do not have to engage in the difficult process of proving the predominant use of
relevant machinery, and/or that flagrant infringers cannot avoid forfeiture by arguing spurious
other uses of relevant equipment. This is nonsense. The onus could be placed on a defendant to
show other legitimate uses to avoid forfeiture, and surely courts can be trusted to distinguish
between genuine and spurious uses.

25 Kimberlee Weatherall, ‘Politics, Compromise, Text, and the Failures of the Anti-Counterfeiting
Trade Agreement’ (2011) 33 Sydney Law Review 230, 259-60. See also Kamperman-Sanders et al,
The Anti-Counterfeiting Trade Agreement: An Assessment (Directorate-General for External Policies,
2011), 21.

26 Axel Metzger et al, Opinion of European Academics on ACTA, Institute for Legal Informatics
<http://www.iri.uni-hannover.de/acta-1668.html>; Margot Kaminski, ‘An Overview and the
Evolution of the Anti-Counterfeiting Trade Agreement (ACTA)’ (PIJIP Research Paper No 17,
American University Washington College of Law, 1 January 2011)
<http://digitalcommons.wcl.american.edu/research/17>

23



Australia: Section by Section Analysis of TPP IP Chapter August 2013 — Weatherall

2.6 Information in the hands of (alleged) infringers

ARTICLE QQ.H.4.Y p71

11*"2. Without prejudice to its law governing privilege, the protection of confidentiality of
information sources, or the processing of personal data, each Party shall provide that, in civil judicial
proceedings concerning the enforcement of intellectual property rights, its judicial authorities have
the authority, upon a justified request [VN: propose*’] of the right holder, to order the infringer or,
in the alternative, the alleged infringer, to provide to the right holder or to the judicial authorities, at
least for the purpose of collecting evidence, relevant information as provided for in its applicable
laws and regulations that the infringer or alleged infringer possesses or controls. Such information
may include information regarding any person involved in any aspect of the infringement or alleged
infringement and regarding the means of production or the channels of distribution of the infringing
or allegedly infringing goods or services, including the identification of third persons alleged to be
involved in the production and distribution of such goods or services and of their channels of
distribution.

212 Negotiator's Note: MX is still considering this proposal.

213 VN propose: A request for an order under this paragraph may be considered as unjustified in
case such order would be out of proportion to the seriousness of the infringement.

International: This provision is TRIPS plus. The language of this draft closely matches the
language of ACTA article 11. The equivalent provision in AUSFTA (Article 17.11.11) is
differently worded from the TPPA draft. Notably, FN31 of the AUSFTA specifically provides that
the provision ‘does not apply to the extent that it would conflict with common law or statutory
privileges, such as legal professional privilege’. VN’s proposal would bring the language closer to
TRIPS, which specifically provides that information need not be provided if it would be out of
proportion to the seriousness of the infringement.

The earlier US proposal was less qualified than this provision: it made no reference for example
to confidentiality or privilege; it referred to any information rather than relevant information; it
did not refer to the purpose of collecting evidence, and did not require a ‘justified request’. The
earlier US proposal also required information to be provided to the right holder: the present
draft (like ACTA) refers to providing the information to the judicial authorities as an alternative
(AUSFTA refers to providing the information to the right holder’s legal representative).

Australia: Australian law has procedures for obtaining information, but they are all more
qualified than this provision. Preliminary discovery from a non-party (Federal Court Rules 2011,
pt 7 div 7.3) can be used to seek information from any person to identify a prospective
respondent (Federal Court Rules, 7.22) (for example, to identify the manufacturer of infringing
goods found in the hands of a wholesaler or retailer); against a prospective respondent in order
to determine whether there is a sufficient case against them, or against a third party where ‘it
appears that the person has or is likely to have or has had or is likely to have had in the person's
possession any document which relates to any question in the proceeding’ (Federal Court Rules,
Rule 7.22). Subpoenas are also available against third parties requiring production of specific
evidence.

All of the procedures available in Australian law are limited and subject to general principles
proscribing misuse of court procedures. Preliminary discovery orders, for example, are only
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allowed if the party seeking disclosure has exhausted discovery against the other parties; the
power to make such orders is exercised with caution: Mcllwain v Ramsey Food Packaging Pty Ltd
(2005) 221 ALR 785. Subpoenas cannot be too widely drafted, or put the recipient to
disproportionate effort or expense, or require the exercise of judgment on the part of the
recipient. A subpoena requiring ‘the production of all documents relating to the applicant's
allegation of infringement by another would probably be oppressive.

The various qualifications that have been introduced likely ensure that specific IP-only

adjustments to the Federal Court rules would not be required in Australia.2’

2.7 Miscellaneous

2.7.1  Confidentiality

ARTICLE QQ.H.4.Y p72

12. Each Party shall provide that in relation to a civil judicial proceeding concerning the enforcement
of intellectual property rights, its judicial or other authorities have the authority to impose sanctions
on a party, counsel, experts, or other persons subject to the court's jurisdiction, for violation of
judicial orders concerning the protection of confidential information produced or exchanged in
connection with such a proceeding. ***

21 Negotiators' Note: PE/MX are considering the need for this proposal.

International: The provision is different from TRIPS, although TRIPS article 42 does provide
that enforcement procedures ‘shall provide a means to identify and protect confidential
information, unless this would be contrary to existing constitutional requirements’. There is no
equivalent provision in ACTA.

Australia: Australia is subject to an identical provision in the AUSFTA Article 17.11.12(b). This
is consistent with Australian law.

2.7.2 Administrative alternatives

ARTICLE QQ.H.4.Y

13. To the extent that any civil remedy [VN propose; MX oppose:**> Jcan be ordered as a result of
administrative procedures on the merits of a case, each Party shall provide that such procedures
conform to principles equivalent in substance to those set out in this Article (civil and administrative
proceedings)

21> [For greater certainty, civil remedies do not include administrative measures, decisions or any
other actions taken by administrative authorities.]

27 Specific, IP-only adjustments to rules of this kind are undesirable: they fragment and complicate
court procedural rules and make the day to day management of litigation more complex: William
Cornish, Josef Drexl, Reto Hilty, Annette Kur, “Procedures and Remedies for Enforcing IPRS: The
European Commission’s Proposed Directive” [2003] 25 EIPR 447, 448.
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International: The wording is almost identical to TRIPS art 49 and to article 7.2 of ACTA.

Australia: Australian law provides for judicial procedures in infringement cases, thus this provision is
not applicable in Australia at present. No equivalent is found in AUSFTA.

2.7.3  Experts

ARTICLE QQ.H.4.Y

14. In the event that a Party's judicial or other authorities appoint technical or other experts in civil
proceedings concerning the enforcement of intellectual property rights and require that the parties
to the litigation bear the costs of such experts, that Party should seek to ensure that such costs are
reasonable and related appropriately, inter alia, to the quantity and nature of work to be performed
and do not unreasonably deter recourse to such proceedings.

International: There is no equivalent provision in TRIPS or ACTA. This does seem an excessive
intervention in domestic legal affairs, especially since the details of such orders would lie in the
hands of courts, not legislature.

Australia: Australia is subject to an identically worded provision in AUSFTA Article 17.11.15.
Australian courts have, but rarely exercise, the power to appoint experts. Australian
proceedings are generally adversarial with the parties briefing and presenting their own
experts.

2.8 Remedies in relation to RMIs and TPMs

ARTICLE QQ.H.4.Y p72

[US/AU/SG propose; BN/VN/MX/JP oppose®*®: 15. In civil judicial proceedings concerning the acts
described in Article 4.[9] (TPMs) and Article 4.[10] (RMI), each Party shall provide that its judicial
authorities shall, at the least, have the authority to:

(a) impose provisional measures, including seizure or other taking into custody of devices and
products suspected of being involved in the prohibited activity;

(b) [US/SG propose; NZ/AU/MY oppose: provide an opportunity for the right holder to elect
between actual damages it suffered (plus any profits attributable to the prohibited activity not
taken into account in computing those damages) or pre-established damages;] [AU/NZ/PE
propose: order damages of the type available for the infringement of copyright]

(c) order [NZ propose: , where appropriate,] payment to the prevailing party at the conclusion of
civil judicial proceedings of court costs and fees, and appropriate attorney's fees, by the party
engaged in the prohibited conduct; and

(d) order the destruction of devices and products found to be involved in the prohibited activity.
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[US/AU/SG/NZ/MY/CL/CA propose [US propose: No Party shall make damages available under this
paragraph] [AU/SG/NZ/MY/CL/CA propose: A Party may provide that damages shall not be available]
against a [MY oppose: nonprofit] library, archives, educational institution, [CA propose: museum, or
any other nonprofit entity as determined by a Party's law] [CA oppose: or public noncommercial
broadcasting entity ] [MY oppose: that sustains the burden of proving that such entity was not
aware and had no reason to believe that its acts constituted a prohibited activity].]]*"’

21® Negotiators Note: PE/MY/NZ/CL/CA reserve their positions pending resolution of related

provisions regarding TPM and RMI.

217 Negotiator's Note: This will be discussed in relation to provisions regarding TPM and RMI

International: The provision is TRIPS plus, and ACTA plus. The idea of statutory or pre-
established damages for anti-circumvention law seems new, and should be opposed. They have
well-known and serious problems. They can lead to excessively high awards based on the US
experience where awards of statutory damages are frequently arbitrary, inconsistent,
unprincipled, and sometimes grossly excessive. Awards of this kind operate punitively, but the
money goes to the copyright owner, not the state, leading to private windfalls and encouraging
litigation. They can operate ‘in terrorem” that is, they are used with considerable success to
strike terror into the heart of anyone with the temerity to make unauthorized uses” of
copyright. The AU/NZ/PE proposal to require ‘damages of the type available for the
infringement of copyright’ is not all that much better, since under the earlier parts of the TPP
some form of punitive damages is required (pre-established or additional).

Australia: Australian law already provides, in RMI and anti-circumvention cases, for:

e Provisional measures, and payment of costs by the losing party, under the general/inherent
powers of the court;

e Damages or account of profits for breach of the anti-circumvention and RMI provisions,
including additional damages aimed at deterring flagrant conduct: ss 116AQ, 116D;

e The destruction of devices and products involved: s 116.

Australia does not provide for pre-established damages for breaches of the anti-circumvention
or RMI provisions, although it does allow for additional damages. It is not clear why it would be
in Australia’s interests to oppose the stronger language of the exception creating a specific
exception for non-profit entities, and instead to impose the softer language allowing a party to
create an exception. The softer language is found in AUSFTA art 17.11.13: this may be a case of
Australia simply wanting to replicate AUSFTA language rather than make a considered policy
decision. Alternatively Australia may wish to protect domestic discretion (although why
domestic discretion should be preserved where it favours rightholders, rather than in all the
other cases where it might be pro-user to retain some discretion, is unclear).

2.9  Vexatious Proceedings

ARTICLE QQ.H.4.Y cont p73

[NZ/CA/SG/CL/MY propose: 16. Each Party may adopt or maintain measures to discourage
vexatious or unreasonable proceedings, including those involving pharmaceutical products that
are subject to marketing, regulatory or sanitary approval.]
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International: No equivalent in TRIPS, ACTA or AUSFTA. Appears to be entirely protective of
defendant interests (unlike most of the chapter) and is therefore to be welcomed. This is
consistent with, but broader, Article QQ.H.1 which requires the application of enforcement
procedures in such a manner as to avoid the creation of barriers to legitimate trade and to
provide for safeguards against their abuse. It is probably helpful to have language of this kind in
the text since it provides a specific ‘hook’ for specific procedures that might be instituted
particularly in the pharmaceutical area (whether against originators or generics, since the
provision - unlike most of the text — is even-handed).

Australia: Australia would comply with this provision under general rules of court which

impose various sanctions against vexatious proceedings and/or unreasonable behaviour by
parties in litigation.

2.10 Provisional measures

Article QQ.H.5: {Provisional Measures} p73

1. Each Party's authorities shall act on requests for relief inaudita altera parte expeditiously in
accordance with the Party's judicial rules.

2. Each Party shall provide that its judicial authorities have the authority to require the applicant,
with respect to provisional measures, to provide any reasonably available evidence in order to
satisfy themselves with a sufficient degree of certainty that the applicant's right is being infringed or
that such infringement is imminent, [VN//PE: and that any delay in the issuance of such measures is
likely to cause irreparable harm to the right holders, or there is a demonstrable risk of evidence
being destroyed,] and to order the applicant to provide a security or equivalent assurance set at a
level sufficient to protect the defendant and to prevent abuse. Such security or equivalent assurance
shall not unreasonably deter recourse to such procedures.

International: This provision is confusing. It is confusing because it does not specify what kinds
of provisional relief might be sought: cf TRIPS article 50 (preventing infringement and
preserving evidence) and ACTA article 12 (preventing infringement and preserving evidence).
The relationship between this provision and the other seizure provision (discussed above at
page 20) is also confusing. As noted above, the seizure provision in article QQ.H.4.Y.9 does not
specify whether it is targeted at provisional or final seizure (again, cf TRIPS which is very clear
regarding this division). Assuming that article QQ.H.4.Y.9 is intended at provisional seizure it
has none of the meagre safeguards found in this provision.

The provision is extremely unbalanced and despite the requirement for ‘reasonably available
evidence’ of infringement or immanent infringement and the provision of a security to protect
the defendant, the provision lacks basic safeguards found in TRIPS. Under TRIPS article 50,
dealing with provisional measures, TRIPS also requires:

e Parties affected must be given notice, without delay after the execution of the measures
at the latest (Art 50.4);

e Areview, including a right to be heard, must take place upon the defendant’s request
with a view to deciding, within a reasonable period after the notification of the
measures, whether these measures shall be modified, revoked or confirmed (Art 50.4);
and
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o The measures must be revoked on the defendant’s request if proceedings on the merits
are not initiated within a reasonable period (not to exceed the longer of 20 working
days or 31 calendar days) (Art 50.6).

Even ACTA has better safeguards, requiring that ‘[w]here the provisional measures are
revoked or where they lapse due to any act or omission by the applicant, or where it is
subsequently found that there has been no infringement of an intellectual property right, the
judicial authorities shall have the authority to order the applicant, upon request of the
defendant, to provide the defendant appropriate compensation for any injury caused by these
measures’ (ACTA article 12.5). Although compensation is mentioned earlier in the TPP draft in
QQ.H.4.4, that provision only provides for compensation in cases of abuse of enforcement
procedures. As noted above, under Australian law compensation would ordinarily be ordered
for a party wrongfully subject to provisional measures (like an interlocutory injunction)
regardless of whether the initiating party was abusing procedures.28

The absence of the TRIPS safeguards again raises the relationship between TRIPS and the TRIPS
safeguards and bilateral text of this kind. As noted above my view is that TRIPS safeguards
stated in mandatory language (as the safeguards in article 50 are) would remain binding on the
parties.29 It is, however, extremely confusing not to include safeguards in the text, and
undesirable, making the agreement look even more unbalanced that it is.

The US’ original proposal had a time limit requiring that parties act on ‘requests for provisional
relief inaudita altera parte expeditiously... except in exceptional cases, generally execute such
requests within ten days.’ This specificity has, thankfully, disappeared.

Australia: Australian law does allow for provisional measures such as seizure of evidence
inaudita altera parte.3° The availability of search orders in particular is heavily circumscribed:
an applicant must show that (a) they have a strong prima facie case; (b) the potential or actual
loss or damage to the applicant will be serious if the order is not made; and (c) there is sufficient
evidence that (i) the respondent possesses important evidentiary material; and (ii) there is a
real possibility that the respondent might destroy such material or cause it to be unavailable for
use in evidence in a proceeding or anticipated proceeding before the Court.3! In addition
Australian courts have developed further, important protections for persons the subject of such
an order: requirements for the presence of an independent legal practitioner; that the party
engaged in the search be small; that neither the right holder nor their employees be given
access to the material directly; that the order not be carried out at the same time as a police
search.32 These local protections are maintained by the phrase ‘in accordance with the Party's
judicial rules’.

28 See above part 2.4.4 page 19.

29 Kimberlee Weatherall, ‘Politics, Compromise, Text, and the Failures of the Anti-Counterfeiting
Trade Agreement’ (2011) 33 Sydney Law Review 230, 259-60. See also Kamperman-Sanders et al,
The Anti-Counterfeiting Trade Agreement: An Assessment (Directorate-General for External Policies,
2011), 21. But cf Axel Metzger et al, Opinion of European Academics on ACTA, Institute for Legal
Informatics <http://www.iri.uni-hannover.de/acta-1668.html>; Margot Kaminski, ‘An Overview
and the Evolution of the Anti-Counterfeiting Trade Agreement (ACTA)’ (PIJIP Research Paper No
17, American  University = Washington  College of Law, 1 January 2011)
<http://digitalcommons.wcl.american.edu/research/17>

30 Federal Court Rules 2011 (Cth) rule 7.32 (asset freezing orders); 7.42 (search orders) (both may be
made with or without notice to the respondent).

3 Federal Court Rules 2011 (Cth) rule 7.43.

32 See  Federal  Court  Practicer Note CM11 1  August 2011  (available at
http://www.fedcourt.gov.au/law-and-practice/practice-documents/practice-notes/cm11)
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3 Border Measures

3.1  Evidence from the right holder

218

Article QQ.H.6: {Special Requirements Related to Border Enforcement™ / Special Requirements

related to Border Measures} [**°] p73

1. Each Party shall provide that any right holder initiating procedures for its competent authorities to
suspend release of suspected counterfeit [SG/BN/MY/VN/CA oppose: or confusingly similar]
trademark goods, or pirated copyright goods®*® into free circulation is required to provide adequate
evidence to satisfy the competent authorities that, under the law{s} of the [CA/NZ/MX/US/PE/AU
oppose: country of importation] [CA/NZ/MX/US/PE/AU*** propose: Party providing the procedures],
there is prima facie an infringement of the right holder's intellectual property right and to supply
sufficient information that may reasonably be expected to be within the right holder's knowledge to
make the suspected goods*** reasonably recognizable by its competent authorities. The requirement
to provide such information shall not unreasonably deter recourse to these procedures.

218 Negotiators Note: The scope of border measures in this section will be confined to counterfeit
trademark goods, pirated copyright goods. The US proposal for inclusion of, confusingly similar
trademark goods is still under negotiation and Parties have different views on this proposal.

19 [CA propose: It is understood that there shall be no obligation to apply the procedures set forth in

this Article to goods put on the market in another country by or with the consent of the right
holder.]

2% Eor purposes of Article 14:

(a) counterfeit trademark goods means any goods, including packaging, bearing without
authorization a trademark that is identical to the trademark validly registered in respect of
such goods, or that cannot be distinguished in its essential aspects from such a trademark, and
that thereby infringes the rights of the owner of the trademark in question under the law of
the country of importation; and

(b) pirated copyright goods means any goods that are copies made without the consent of the
right holder or person duly authorized by the right holder in the country of production and
that are made directly or indirectly from an article where the making of that copy would have
constituted an infringement of a copyright or a related right under the law of the country of
importation.

2?1 Negotiators' Note: AU supports this ad referendum.

222 Negotiators' Note: Need to clean up terminology in H.6 relating to 'goods' and 'merchandise’.

International: As to the information required to be supplied by the right holder, this provision
is more or less the same as TRIPS article 52, article 17 of ACTA and AUSFTA article 17.11.19.
The key question appears to be whether the border measures should extend to ordinary trade
mark infringement (through adoption of a ‘confusingly similar mark’) or only counterfeit trade
mark goods (where the mark used is identical or cannot be distinguished in its essential
aspects). This is discussed below (next section, dealing with scope).
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Care should be taken around language that refers to procedures to suspend release of suspected
counterfeit goods ‘into free circulation’. Depending on how other provisions are drafted, this
might be read as requiring measures to apply wherever the action of customs officials could
release goods into free circulation whether locally or in other countries - which might mean
imposing measures on in transit and export goods. The question of ‘in transit’ and export goods
is addressed further below, but language in each of the provisions needs to be considered to
ensure it does not create additional scope in the border measures by a side wind.

Critical questions arise as to the country under whose law any alleged infringement should be
identified. The language of this provision adopts the approach of ACTA and the approach of the
EU in referring to the country where the measures are being applied (although the footnote
refers to the country of importation). This question is critical but is addressed below in the
discussion of ‘in transit’ measures. The short point is that referring to the law of the country
where the measures are applied is extremely problematic in the case of in transit goods and
if the measures extend so far, this question needs to be revisited.

Re footnote 219 regarding parallel imports: an equivalent provision may be found in ACTA

footnote 5 to section 3 of Part II. Parallel imports are a contentious area in Australian law and
policy at the moment (see discussion of provisions elsewhere).

3.2  Scope of border measures

Article QQ.H.6: {Special Requirements Related to Border Enforcement (cont) p74

1bis. Each Party shall provide for applications to suspend the release of, or to detain, any suspect
goods *** [SG/VN oppose: under customs control *** in its territory.] [SG/VN propose: that are
imported into the territory of the Party?®’] A Party may provide that, at the request of the right
holder, an application to suspend the release of, or to detain, suspect goods may apply to selected
points of entry [US/CA/JP/MX**® propose; CL/SG/VN oppose: and exit] under customs control.]*?’ %2
[US/AU/CA/IP/NZ propose; MX /PE/CL/MY/SG/VN/BN oppose: Each Party shall provide that
applications [NZ oppose: shall] remain in force [NZ propose: for the period requested by the right
holder but not exceeding five years, or] for a period of not less than one year from the date of
application, or the period that the good is protected by copyright or the relevant trademark
registration is valid, whichever is shorter.[NZ propose: A Party may provide that its competent
authorities have the authority to suspend or invalidate an application when there is due cause.]

223 Negotiators' Note: MY/CA/SG/AU/VN/BN: suspect goods need to be defined and revert back.

2% Negotiators' Note: CA/MY/AU: Customs controls need to be defined and revert back.

22> [SG propose: the requirement to provide for such application is applicable to the obligation to

provide procedures referred to in Article QQ.H.6.1.]

226 Negotiators' Note: AU/PE can support consensus.

2?7 Negotiators' Note: MY/SG/VN/BN are considering this first clause.

228 Negotiators' Note: Parties are considering the need for a footnote to deal with the scope of this

clause.
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Regarding the scope of IP rights covered, the provision is TRIPS-plus: TRIPS only requires
border measures for counterfeit trade mark goods and pirated copyright goods: TRIPS article
51. The provision may or may not be ACTA-plus in scope, depending on how ACTA is
interpreted. [ have argued that ACTA very much leaves the scope of border measures to the law
of the particular country: patents and trade secrets/confidential information are explicitly
excluded (article 13, footnote 6) but the language is unclear as it relates to other rights and
possibly allows a country to choose which rights and which infringements to protect with
border measures.33 Other analysts argue that ACTA only excludes patents and confidential
information and that all other IP rights (and all other forms of infringement) must be protected
by border measures.3+

Regarding the scope of infringements covered, the extension to cases of trade mark
infringement involving ‘confusingly similar’ (in Australian terminology, ‘deceptively similar’)
marks is internationally controversial, because (a) it requires customs officials to engage in legal
analysis that is arguably beyond their level of expertise, (b) it creates the potential for
competitive activity to be caught by and fought out at the level of border measures where it
would be more appropriate for those fights to occur through the courts (ie it allows a company
that believes a competitor is ‘too close’ to use the border measures); and (c) perhaps most
importantly, allegations are regularly raised that generic pharmaceutical companies are using
‘deceptively similar’ or confusingly similar marks, and hence trade mark infringement of this
kind may be used to initiate the seizure of generic pharmaceuticals, thus potentially impacting
on access to medicine.

Regarding the kinds of activity covered (import, export, in transit) the language of this
provision is opaque. It requires countries to allow right holders to make ‘applications to
suspend the release of, or to detain, any suspect goods under customs control’. Literally that
would seem to apply to goods whether imported, ready for export or in transit - which would
be a huge and very controversial extension over both TRIPS (which requires measures only in
relation to import and allows for measures to intercept exports and does not mention ‘in transit’
goods) and ACTA (which requires measures for import and export and allows measures for in
transit goods). AUSFTA talks only about import. The question of scope seems to be dealt with in
paragraph 4, but the language of this provision also needs to be considered to ensure it does not
create an obligation to seize in transit or export goods by a side wind.

Regarding the duration of measures at the border: Australia is subject to a very similar
provision in AUSFTA Article 17.11.19. A 12 month period for notices of objection to remain ‘live’
is not controversial (in fact, in Australia the period is 4 years). Australian law already provides
for border measures.

3.3  Security from right holders seeking border protection

Article QQ.H.6: {Special Requirements Related to Border Enforcement} (cont) p75

33 Kimberlee Weatherall, ‘Politics, Compromise, Text, and the Failures of the Anti-Counterfeiting
Trade Agreement’ (2011) 33 Sydney Law Review 229, 247-249.
34 Henning Grosse Ruse-Khan, ‘A Trade Agreement Creating Barriers to International Trade? ACTA

Border Measures and Goods in Transit’ (Research Paper No 10-10, Max Planck Institute for
Intellectual Property, Competition & Tax Law, 2010); Margot Kaminski, ‘An Overview and the
Evolution of the Anti-Counterfeiting Trade Agreement (ACTA)’ (PIJIP Research Paper No 17,
American University Washington College of Law, 1 January 2011)
<http://digitalcommons.wcl.american.edu/research/17> 27-8.
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2. Each Party shall provide that its competent authorities have the authority to require a right holder
initiating procedures to suspend the release of suspected counterfeit [BN/SG/MY/VN/CA oppose: or
confusingly similar] trademark goods, or pirated copyright goods, to provide a reasonable security or
equivalent assurance sufficient to protect the defendant and the competent authorities and to
prevent abuse. Each Party shall provide that such security or equivalent assurance shall not
unreasonably deter recourse to these procedures. A Party may provide that such security may be in
the form of a bond conditioned to hold the defendant harmless from any loss or damage resulting
from any suspension of the release of goods in the event the competent authorities determine that
the article is not an infringing good.

International: The wording of the provision, however, varies in detail from TRIPS and ACTA:
o TRIPS does not include the option of a bond;
e ACTA permits a party to ‘permit the defendant to obtain possession of suspect goods by
posting a bond or other security’, although only ‘only in exceptional circumstances or
pursuant to a judicial order’.

These differences add to the complexity and confusion which increasingly surround
international IP law.

Australia: Australia is subject to a similar provision in AUSFTA Article 17.11.20. This would not
change Australian law.

3.4  Information to be given to right holder

Article QQ.H.6: {Special Requirements Related to Border Enforcement} (cont) p75

3. Without prejudice to a Party's laws pertaining to privacy or the confidentiality of information,
where its competent authorities have detained or suspended the release of goods that are
suspected of being counterfeit or pirated, a Party may provide that its competent authorities have
the authority to inform the right holder [CA/VN propose: who has filed a request for assistance]
[MY/CA/BN/PE/VN oppose: promptly] [MY/CA/PE**® /BN/SG/VN propose: within a reasonable
period] of the names and addresses of the consignor, exporter, consignee or importer, a description
of the merchandise, quantity of the merchandise, and, if known, the country of origin of the
merchandise.: Where a Party does not provide such authority to its competent authorities when
suspect goods are detained or suspended from release, it shall provide [US/VN propose: , at least in
cases of imported goods,] its competent authorities with the authority to provide the foregoing
information to the right holder [SG/VN oppose: within 30 days*°] [SG/VN propose: within a
reasonable period] of the seizure or determination that the goods are counterfeit or pirated,
whichever is earlier.

229 Negotiators' Note: CA would need to include minor amendments on disclosure.

2% Eor purposes of this Article, “days” shall mean “business days”.

International: This creates a very extensive right to information in circumstances where the
infringing nature of the goods has not yet been established. Cf:

o TRIPS, which states (article 57) that a party may provide its authorities with the

authority to inform the right holder of the names and addresses of the consignor, the
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importer and the consignee and of the quantity of the goods in question, where a
positive determination has been made on the merits of a case;35

o AUSFTA, which states (article 17.11.21) that ‘where its competent authorities have
made a determination that goods are counterfeit or pirated, a Party shall provide
that its competent authorities have the authority to inform the right holder of the names
and addresses of the consignor, the importer, and the consignee, and of the quantity of
the goods in question’.

That is not, however, necessarily a good thing. Especially if border measures are extended
beyond straightforward counterfeit cases to cases where questions of infringement may be
more finely balanced (‘confusingly similar’ trade mark infringements), and in any event for
copyright (where the measures are not confined to the lay concept of counterfeits), this is an
extraordinary disclosure of potentially commercial-in-confidence information, possibly to a
competitor. These provisions are not just used against ‘evil counterfeiters and pirates’, but may
be used by competitors in the context of a legitimate dispute over a trade mark. In that context,
the too-ready release of information would seem to be entirely inappropriate. The reference to
the law regarding confidentiality might offer some protection here - but it may not, since laws
relating to confidentiality may include quite broad exceptions relating to the enforcement of law
depending on the jurisdiction.

ACTA is put more broadly than TRIPS or AUSFTA, but is more nuanced than this TPP wording.
Under ACTA (article 22):

e a Party may authorize its authorities to provide a right holder with information about
specific shipments of goods, including the description and quantity of the goods, to
assist in the detection of infringing goods;

e A party may authorize its authorities to provide right holders with more detailed
information, including the description and quantity of the goods, but also the people
and companies involved: ie the name and address of the consignor, importer, exporter,
or consignee, and, if known, the country of origin of the goods, and the name and
address of the manufacturer of the goods, to assist in the determination of whether
the goods are infringing or not;

e If it does not provide this second kind of more detailed information, a party must
provide that level of information to the rightholder, within 30 days of seizure or 30 days
of determining the goods are infringing (the option of choosing between these lies with
the Party).

Under this drafting of the TPP provisions:

e A party could release highly detailed, potentially commercial-in-confidence information
to a right holder without any limitation as to the purpose for which that information is
being released; and

e A party is required to release detailed information to the right holder, within 30 days of
seizure.

In short, this provision would seem to authorize a fishing expedition on the part of right holders.
It is highly controversial and could get Australian traders into hot water in other
jurisdictions. It might also provide incentives, or at the very least, the opportunity, for

35 Query whether there is an argument that by providing a party may provide information following a
determination on the merits, there is an argument that a party may not provide such information
before such a determination (under an expression unius approach to interpretation). The argument
probably cannot stand, however, in the face of general provisions in TRIPS allowing for more
extensive protection: especially article 1.1.
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companies to use border measures chiefly in order to extract information about competing
activities.

Australia: Australian law actually does provide for release of information about the importer
and exporter on seizure (Copyright Act s 135AC; Trade Marks Act s 134).

3.5  Exofficio border measures and scope (import/export/in transit)

Article QQ.H.6: {Special Requirements Related to Border Enforcement} (cont) p75

[US/PE/AU/SG/MY/CL/CA/BN/IP propose; NZ/VN/MX oppose: 4. Each Party shall provide that its
competent authorities may initiate border measures ex officio* with respect to [AU propose:
merchandise that is] imported, [MY/CL/AU/PE/BN oppose: exported,] [CL/AU/PE propose; SG
oppose: destined for export,] [AU/MY/SG/CA/BN/CL oppose: or in-transit merchandise,[PE
oppose:*** ] [PE/SG/MY/CL/CA/BN oppose: or [AU oppose: merchandise] [US propose: entering into
or exiting from] [US oppose: in] free trade zones], that is suspected of being counterfeit

[SG/PE/MY/CA/BN oppose: or confusingly similar] trademark goods, or pirated copyright goods.]

21 For greater certainty, the parties understand that ex officio action does not require a formal

complaint from a private party or right holder [MY/BN propose: , provided that they have acquired
prima facie evidence that intellectual property rights are being infringed].

22 For purposes of this Article, in-transit merchandise means goods under “Customs transit” and

goods “transhipped,” as defined in the International Convention on the Simplification and
Harmonization of Customs Procedures (Kyoto Convention).

International: Regarding the Kinds of activity covered (import, export, in transit) there is
clearly plenty of disagreement, with parties variously supporting import, export, and in-transit
seizures. Australia supports seizures on import and before export (playing the pernickety
lawyers with interesting potential consequences by insisting this must refer to goods ‘destined
for export’ rather than those ‘exported’s6). Australia opposes the inclusion of a requirement for
in-transit seizures.

Cf other international agreements:

e TRIPS requires measures only in relation to import and allows for measures to intercept
exports and does not mention ‘in transit’ goods; the argument has been raised that in
transit seizures may be impermissible barriers to trade;3”

e ACTA requires measures for import and export and allows (without requiring)
measures for in transit goods.

36 What, after all, are the boundaries of ‘goods destined for export’? Is the phrase confined only to
‘complete’ goods at the point where they are ready for export? Presumably the point is a little
moot, however, since it is hard to foresee many circumstances where customs would be in a
position to seize goods that were not on the point of export.

37 European Union and a Member State—Seizure of Generic Drugs in Transit, WTO Doc WT/DS408/1
(19 May 2010) (Request for Consultations by India); European Union and a Member State - Seizure
of Generic Drugs in Transit, WTO Doc WT/DS409/1 (19 May 2009) (Request for Consultations by
Brazil). Canada, Ecuador, China, Japan and Turkey requested to join the consultations. For a
description and assessment of the arguments see Bryan Mercurio, ‘ ‘Seizing’ Pharmaceuticals in
Transit: Analysing the WTO Dispute that wasn’t’ (2012) 61 International and Comparative Law
Quarterly 389.
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o AUSFTA talks only about import.

A key question in all border measures how the ‘infringing’ nature of goods is to be determined -
that is, under which jurisdiction’s law must the articles be infringing - the country applying the
measures (as some text earlier in this article suggests) or the country of final import (ie the
country where the goods will enter the market)? The question is particularly complicated:
e In export cases, where the final destination of goods may not be known at the time
measures are applied; and
e In ‘in-transit’ cases, where there are (at least) three jurisdictions whose law might be
relevant: the country of export, the country of import, and the country of transit.

The importance and difficulty of the questions may be illustrated by reference to the ‘Dutch
Seizures’ case which gave rise to a request for consultations within the WTO (later amicably
resolved).3® In that case authorities in the Netherlands seized a shipment of generic
pharmaceuticals that was said to infringe IP rights in the Netherlands, although there was no
infringement of IP rights in either the country of export or the destination. The key question is
whether the Netherlands should be entitled to seize goods that are not infringing in their final
destination? On the other hand, is there an expectation, with in transit seizures, that customs
officials will be called on to determine whether the shipment is infringing in the country of
destination (ie, apply the law of another country?).

TRIPS offers no answers here: TRIPS refers only to the law of the country of importation
(understandable since it requires only measures to intercept imports). ACTA appears to adopt
the law of the country where measures are imposed, but is somewhat cryptic.3° Language in this
draft of the TPP adopts both positions: at times the ‘country of importation’ is referred to; on
other occasions the ‘law of the country applying the measures’ is referred to. Australia appears
to support the latter position.40

Resolving these questions is far from straightforward. There have been years of dispute
within the EU over whose law should apply and whether countries were entitled to seize ‘in
transit’ goods where there is no proven risk that the goods may be diverted to the local
market.#! The implications of any position, and its potential impact on legitimate exports and

38 For a detailed discussion of the case and the legal issues that arose see Bryan Mercurio, “Seizing’
Pharmaceuticals in Transit: Analysing the WTO Dispute that wasn’t’ (2012) 61 International and
Comparative Law Quarterly 389; Kimberlee Weatherall, ‘Politics, Compromise, Text, and the
Failures of the Anti-Counterfeiting Trade Agreement’ (2011) 33 Sydney Law Review 230, 249-253.

39 Kimberlee Weatherall, ‘Politics, Compromise, Text, and the Failures of the Anti-Counterfeiting
Trade Agreement’ (2011) 33 Sydney Law Review 230, 249-253
40 It should also be noted that language simply adopting the country of importation does not

necessarily finally resolve the question whether goods must be seized when in transit. The
question still arises whether IP rights are infringed in a jurisdiction when goods are present in
transit. For example, if goods are not offered for sale in the local market, are any of the exclusive
rights of the patent or trade mark owner infringed? EU courts seized goods on the basis of a
‘manufacturing fiction’ (would the goods infringe if manufactured within the jurisdiction). That
fiction has been rejected by the EU since: see Mercurio. In any event years of dispute in the EU
establish the care needed over any language in border measures in the TPP or any other
agreement.

41 See Bryan Mercurio, “Seizing’ Pharmaceuticals in Transit: Analysing the WTO Dispute that wasn’t’
(2012) 61 International and Comparative Law Quarterly 389; Kimberlee Weatherall, ‘Politics,
Compromise, Text, and the Failures of the Anti-Counterfeiting Trade Agreement’ (2011) 33 Sydney
Law Review 230, 249-253; Henning Grosse Ruse-Khan, ‘A Trade Agreement Creating Barriers to
International Trade? ACTA Border Measures and Goods in Transit’ (Research Paper No 10-10, Max
Planck Institute for Intellectual Property, Competition & Tax Law, 2010).
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imports that happen to pass through a country where there is infringement, should be
considered. Not only would such a provision open up the potential for more seizures of
legitimate generic goods as per the Dutch seizures that have caused so much angst, if the
authorities in a country may seize goods on the basis that they infringe a patent (or a trade
mark) only in the transit country, where no equivalent IPRs exist either in the country of origin
or the market in which the goods will be sold, the effective result is the extraterritorial
application of the transit country’s patent (or trade mark). This would seem to be contrary to
the independence of patents as required by the Paris Convention, and the fundamental principle
of the territoriality of IPRs.

3.6  Determination of infringement

Article QQ.H.6: {Special Requirements Related to Border Enforcement} (cont) p76

5. Each Party shall adopt or maintain a procedure by which its competent authorities may
determine, within a reasonable period of time after the initiation of the procedures described under
Article QQ.H.6(1)*** whether the suspect goods infringe an intellectual property right. Where a Party
provides administrative procedures for the determination of an infringement, it [VN*** propose:
may] [VN oppose: shall] also provide its authorities with the authority to impose administrative
penalties, which may include monetary penalties or the seizure of the infringing goods, following a

determination that the goods are infringing.

233 Negotiators' Note: US to revisit after the decision on scope of application ex officio.

2% Negotiators' Note: VN can accept “shall” option if the scope of Border control is confined to

trademarks counterfeit and copyright pirated goods

International: This provision is quite differently worded from TRIPS, which envisages the right
holder commencing proceedings leading to a decision on the merits, or AUSFTA (which does
not contain a direct equivalent). It is similar to ACTA articles 19 and 20. Although a similar
provision is included in ACTA it is not at all clear how the provision would interact with article
55 of TRIPS. Does the fact that the competent authorities (say, customs) are entitled to make a
determination as to infringement relieve the right holder of any obligation to take action?42

Australia: the provision is consistent with Australian law, provided that:
1. Competent authorities includes courts; and
2. The provision does not require those authorities to take the initiative to determine
whether the goods are infringing. TRIPS Art 55 and Australian law put the onus on the
right holder to initiate proceedings; otherwise the seized goods are released. (Trade
Marks Act 1995 s 136; Copyright Act s135AF).

It is not clear that this provision is in the interests of Australians who are engaged in
international trade. This provision could allow a country to give to individual customs officers
the power to make determinations about whether goods are infringing. This would create risks
of inappropriate seizure of goods. It is not difficult to imagine local customs being quite ready to
intercept imported goods at the behest of a local IP owner (or a local person asserting they own

4 This is probably consistent with TRIPS which only requires that proceedings be initiated by someone

other than the defendant: thus proceedings initiated by government authorities is sufficient to avoid a
need to return the goods under TRIPS article 55.
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IP). The potential for corruption is significant. It would be better to have such matters handled
by the courts where more transparency can be expected.

3.7  Destruction of seized goods

Article QQ.H.6: {Special Requirements Related to Border Enforcement} (cont) p76

6. Each Party shall provide that its competent authorities have the authority to order the destruction
[VN propose: , or disposal outside the channel of commerce,] of goods following a determination
that the goods are infringing. In cases where such goods are not destroyed, each Party shall ensure
that, except in exceptional circumstances, such goods are disposed of outside the channels of
commerce in such a manner as to avoid any harm to the right holder. In regard to counterfeit
trademark goods, the simple removal of the trademark unlawfully affixed shall not be sufficient,
other than in exceptional cases, to permit the release of the goods into the channels of commerce.

International: A very similar provision exists in AUSFTA Article 17.11.23 and ACTA article 20.1. It is
similar to TRIPS article 59.

Australia: Where infringement proceedings are commenced, Australian courts have the authority to
order destruction of infringing goods: Copyright Act s 116; in trade mark law this is a matter of the
court’s inherent jurisdiction (discussed above). This would be sufficient for compliance. The
Australian system since 2012 has operated slightly differently from the way envisaged in TRIPS. On
seizure, both importer and right holder are notified. The importer then has a limited period of time
in which to make a ‘claim’ for the seized goods, otherwise they are forfeited. The purpose is to
ensure that importers are not able to reclaim the copies without giving the right holder contact
information that will assist the objector to test the matter in court. If the importer does ‘claim’ the
goods, then the onus falls on the right holder to commence proceedings, otherwise the goods are
released. Under the Australian system the goods may therefore be forfeit and destroyed even in the
absence of a determination of infringement (if the importer fails to claim the goods). If the goods are
claimed, courts will determine whether the goods infringe.

Article QQ.H.6: {Special Requirements Related to Border Enforcement} (cont) p76

7. Where a Party establishes or assesses, in connection with the procedures described in this section
[article], an application fee, storage fee, or destruction fee, such fee shall not be set at an amount
that unreasonably deters recourse to these procedures

There is no equivalent provision in TRIPS. ACTA includes a similar provision: Article 21.
Australia is subject to a very similar provision in AUSFTA Article 17.11.24. In any event it is
unlikely to be readily justiciable except perhaps in extreme cases.

Article QQ.H.6: {Special Requirements Related to Border Enforcement} (cont)
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8. Each Party shall include in the application of this Article goods of a commercial nature sent in
small consignments. A Party may exclude from the application of this Article small quantities of
goods of a non-commercial nature contained in travellers' personal luggage.”

23 For greater certainty, a Party may also exclude from the application of this Article small quantities

of goods of a non-commercial nature sent in small consignments

International: There is a similar provision in ACTA. There is no similar provision in the
AUSFTA. An exception for ‘personal imports’ is critical to include - it does, after all, constitute
the mechanism for ensuring countries not required to introduce ‘border iPod or bag searches’.

Australia: Australians should also be perhaps concerned about the voluntary nature of the de
minimis exception. A representative of the Australian Attorney-General’s Department has in the
past indicated that the government was ‘considering’ how to address the ‘problem’ that
Australians were returning from holidays carrying DVDs of latest releases. According to Fiona
Phillips, in a paper given to WIPO, ‘[t]he Australian Government has received a number of
representations from DVD rental businesses stating that their businesses are suffering because
people returning to Australia are importing infringing copies of the latest releases.. We are
currently considering options for addressing these issues. Our obligations under TRIPs in
relation to border measures and the fact these goods are being imported for personal use make
finding a policy solution challenging’. This was, however, in 2006, and nothing has happened
since...

4 Criminal Procedures and Remedies

4.1 General

Article QQ.H.7: {Criminal Procedures and Remedies / Criminal Enforcement} p76

1. Each Party shall provide for criminal procedures and penalties to be applied at least in cases of
willful trademark counterfeiting or copyright or related rights piracy on a commercial scale.

2. [US/AU/SG/PE propose; CL/VN/MY/NZ/CA/BN/MX oppose: Willful copyright or related rights
piracy on a commercial scale includes:

(a) significant willful copyright or related rights infringements that have no direct or indirect
motivation of financial gain; and

(b) willful infringements for purposes of commercial advantage or [AU/SG/PE/IP oppose:
private] financial gain.[AU/SG/PE/CA/JP oppose: ]

Each Party shall treat willful importation [SG/MX/BN/MY/VN oppose: or exportation] of counterfeit
trademark goods [VN oppose: or pirated copyright goods] on a commercial scale as unlawful
activities subject to criminal penalties.”’

238 [US propose; AU/SG/PE/CA/IP oppose: For greater certainty, “financial gain” for purposes of this

Article includes the receipt or expectation of anything of value.]
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237 [US/CA propose; JP oppose: A Party may comply with this obligation in relation to [JP: importation

and] exportation of pirated [JP: copyright] goods through its measures concerning distribution.] [JP
alternatively propose: A Party may comply with its obligation relating to importation and exportation
of counterfeit trademark goods or pirated copyright goods by providing for distribution, sale or offer
for sale of such goods on a commercial scale as unlawful activities subject to criminal penalties.]

International: This provision is significantly TRIPS-plus. It is also significantly ACTA-plus.
Australia is subject to a very similar provision in AUSFTA Article 17.11.26, but with certain,
critical differences.

TRIPS article 61 only requires criminalisation of wilful trademark counterfeiting or copyright
piracy on a commercial scale. A WTO Dispute Settlement decision in the US dispute with China
over criminal provisions makes it clear that under TRIPS, WTO members are entitled to make
determinations as to what counts as ‘commercial scale’ infringement, including, in the Chinese
case, by means of quotas for numbers of infringing copies required to be proven before criminal
liability would apply. The TRIPS provisions thus have considerable room for adjustment to local
social and economic conditions.*3

Original US proposals for ACTA looked similar to the US proposals for the TPP. The final text of
ACTA, however, is more limited, requiring criminal liability for ‘at least’ acts ‘carried out as
commercial activities for direct or indirect economic or commercial advantage’ (ACTA article
23.1).

The AUSFTA article 17.11.26 requires Australia to criminalise:
(i) significant wilful infringements of copyright, that have no direct or indirect
motivation of financial gain; and
(ii) wilful infringements for the purposes of commercial advantage or financial gain.

The big differences here are the absence of the word private from the concept of financial gain
and the definition of ‘gain’ to include the receipt of things of value.

The US proposal for the TPP massively increases the scope of criminal liability over TRIPS,
by including non-commercial activities (like peer to peer file-sharing) where the extent of
infringement is ‘significant’, and including within the concept of ‘commercial scale’ single
commercial infringements. Remember too that infringement here includes not just ‘piracy’
type infringement (such as copying and selling wholesale and exact reproductions of complete
copyright works - like whole DVDs, whole pieces of software, whole books or video games).
Infringement here is broad enough to include cases where ‘too much’ has been copied. The
publisher of a book that includes a photograph without proper authorisation from the copyright
owner is a criminal infringer, even if unlikely to be charged.

Australia should not be proposing the current language it supports, even without the word
‘private’ and the footnote. The provisions supported by Australia probably render most
businesses around Australia criminal, in the sense that copyright infringement (in many cases
harmless, but that is not the criterion) is common in business: employees use photographs from
the internet in their presentations and publications; material is saved and forwarded without
permission from copyright owners. All of this is criminal under the language Australia
supports.

43 Panel Report, China—Measures Affecting the Protection and Enforcement of Intellectual Property
Rights—Report of the Panel, WTO Doc WT/DS362 /R (26 January 2009). According to the DSB in that case,
‘commercial scale’ means ‘counterfeiting or piracy carried on at the magnitude or extent of typical or
usual commerecial activity with respect to a given product in a given market’: page 115).
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The US proposal for the TPP significantly increases criminal liability for Australia even
over what we already have in AUSFTA to include many acts of ordinary consumers
through the inclusion of the word ‘private’ and footnote 236 (defining ‘financial gain’ to include
‘the receipt or expectation of anything of value’). Australian law specifically defines ‘profit’ in
the criminal provisions to exclude any advantage, benefit, or gain that is received by a person
and results from, or is associated with, the person’s private or domestic use of any copyright
material (s 132AA). The US drafting, accepted in full, suggests if you copy one of your CDs, and I
copy one of my CDs, so we can swap them - that’s a criminal act (we both receive a ‘financial
gain’ in the sense of ‘something of value’ even though private and small).

There are all kinds of reasons to oppose this expansion of criminal liability. Over-criminalisation
of conduct not considered ‘serious’ by the broader population is liable to bring the law into
disrepute. Further, since Australia amended its law to comply with AUSFTA - significantly
expanding criminal liability - we have not seen any kind of diminishing in pressure to increase
enforcement and the strength of IP laws, nor any surge in prosecutions. This suggests that the
change will have little practical impact to assist copyright or trade mark owners - although it
may operate to chill innovations and activities through fear of criminal prosecution. Further, the
redefinition of ‘commercial scale’ to include all infringements for private gain has nothing to do
with the kinds of counterfeiting that are said to be problematic by organisations like the OECD.
To counter large-scale counterfeiting or piracy, it is not necessary to criminalise single acts of
infringement, especially single acts for private ‘financial gain’. Such individual acts are unlikely
to be the subject of transborder enforcement or even local enforcement by international IP
owners.

4.2  Counterfeit labels and packaging

Article QQ.H.7: {Criminal Procedures and Remedies / Criminal Enforcement} p77
[US propose; AU/BN/MY/NZ/SG/CL/VN/PE/CA/MX/IP oppose: 3. Each Party shall also provide for
criminal procedures and penalties to be applied, even absent willful trademark counterfeiting or

copyright or related rights piracy, at least in cases of knowing trafficking in:

(a) labels or packaging, of any type or nature, to which a counterfeit trademark *** has been
applied, the use of which is likely to cause confusion, to cause mistake, or to deceive; and

(b) counterfeit or illicit labels®*° affixed to, enclosing, or accompanying, or designed to be affixed

to, enclose, or accompany the following:
(i) a phonogram,
(ii) a copy of a computer program or a literary work,
(iii) a copy of a motion picture or other audiovisual work,
(iv) documentation or packaging for such items; and

(c) counterfeit documentation or packaging for items of the type described in subparagraph (b).]
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