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Another example worth mentioning in this context is Baker Petrolize
Corp. v. Canwell Enviro-Industries Ltd.°6 The Federal Court of Appeal had to
interpret whether the notion of novelty in patent law®” had changed since
the 1993 amendments® that defined a novelty-defeating disclosure as one
that renders the subject matter of the invention “accessible to the public.”
While the application of this criterion is fairly straightforward in the cage

of, for example, a scientific or trade publication clearly describing the in- |

vention, it is less clear whether a disclosure takes place when the invention
(or a product embodying or resulting from the use of the invention) is sold
or simply “used in public.” In Baker Petrolite the court concluded that if
a sale or use in public allows a “person skilled in the art” to understand
all the essential elements of the invention without adding his or her own
ingenuity, then that sale or use defeats the novelty and thus makes it im-
possible to obtain the patent—unless the disclosure takes place within the
“grace period” of twelve months provided for in section 28.2 of the Patent
Act. Litigants in the case based a considerable part.of their argument on in-
ternational and foreign norms and this is reflected in the decision. In try-
ing to discern Parliament’s intention, the court used both an international
treaty and comparative tools, referring to the European Patent Convention of
1973 and the North American Free Trade Agreement, 1992.59

In two cases involving an international pharmaceutical company, the
Federal Court had to decide whether and, if so, to what extent it could di-
rectly rely on international intellectual property treaties. First, in Pfizer Inc.
v. R.j° the well-known pharmaceutical company was seeking relief by rely-
ing directly on article 33 of the TRIPS Agreement. The basis for the relief
claimed was a minimum term of protection for all patents of not less than
twenty years from the filing date of the patent application. Prior to TRIPS,
Canada mamnﬂm& patents a term of seventeen years from the date of issue of
the patent. In its initial implementation of TRIPS, Canada only applied the
twenty-year term to patents filed on or after 1989. Because TRIPS entered

66 2002 FCA158.

67 According to s.2 of the Patent Act (see above note 22 and accompanying text), to be
patented in Canada an invention must be new. In most cases, this means that the
invention must not have been disclosed “more than one year before the filing date by
the applicant, or by a person who obtained knowledge, directly or E&wmﬂ? from the
applicant” (Patent Act, s. 28.2(1)(a)).

68 5.C.1993,C: 15, 5. 33. The amendments entered into force in wam

69 Above note 63.

70 (199914 F.C. 441 (T.D))
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into force on 1 January 1995, there were still many patents in force then
granted prior to 1989 and to which the shorter term applied. In the case at
bar, Pfizer’s patent had been granted in October 1980.

The conclusion reached in the case is of little practical importance be-
cause Canada amended the Patent Act after it was found to be in violation
of article 33 by the WTO.”* However, the decision is interesting to the extent
that the court refused to “reinterpret” the Act in a way that was compatible
with TRIPS article 33. In fact, not only did the court not follow the broad
policy approach adopted in a number of Supreme Court decisions, but the
decision also seems conservative even when analyzed against the backdrop
of the classic principle of statutory interpretation.

Relying on the WTO Implementation Act* the government claimed
that “the aggregate effect of [the Act] is to bar any person from commenc-
ing any type of legal action under either the Act itself or the underlying
WTO Agreement without the consent of the Attorney General.” It asked
the court to conclude that the plaintiffs’ action was barred because the
attorney general’s consent had not been given in the case. The court exam-
ined the detailed implementation of WTO rules and TRIPS in particular. It
then concluded that TRIPS per se did not form part of Canadian law:

The central issue in this case is whether Parliament, in enacting the WTO
Implementation Act, gave legal effect or translated into federal law that
Agreement as a whole and, in particular, its annexed TRIPS Agreement or
section 33 thereof.... In my view, much guidance to answer the central ques-
tion considered here is derived from the recent Supreme Court of Canada
judgment in Re British Columbia (Attorney General) v. Canada (Attorney
General); An Act respecting the Vancouver Island Railway.’ ... T have come to
the conclusion it is plain and obvious that Parliament did not legislate into
federal domestic law the WTO Agreement and, in particular, section 33 of
the TRIPS Agreement, which is essential to the success of Pfizer’s declara-
tion. Parliament, in my view, manifestly indicated its intention as to how it
was implementing the WTO Agreement and its annexed TRIPS Agreement
or .mnw part thereof7s

71 See above note 6o.
72 World Trade Organization Agreement Implementation Act, S.C. 1994, ¢. 47.
73 Pfizer Inc. v. R, above note 70,at para. 11.

74 [1994] 2 S.C.R. 41.
75 Pfizer Inc. v. R., above note ;7o at paras. 36—45.
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Then in Pfizer Canada Inc. v. Canada (Attorney General),7® the Canadian

eral Court to interpret the notion of “filinig date” for patent application, in
light of applicable international treaties. Strayer J.A. was not convinced:

I wBHom the &mi that there is no need to resort to these instruments in
this case. I base this nob&ﬁﬂob on the long-established jurisprudence that
while Parliament is presumed not to intend to legislate contrary to inter-
umnoﬂ& treaties or general principles of international law, this is only a
@Hmmﬁavﬁon where the legislation is clear one need not and should not
look to international law.... The appellants bm<mﬂwm~mmm say this principle
has been modified by the Supreme Court in National Corn Growers Assn.
v. Canada (Canadian Import Tribunal). 7 They take that case to mean that

“international treaties are always a proper aid to be used to interpret do-
mestic legislation.” But in that case Gonthier J. put it thus:

If the conveéntion may be used on the correct principle that the stat-
ute-is intended to ,Ew_mgmﬁ the convention then, it follows, the
latter becomes a proper aid to interpretation, and, more especially,

" may reveal a latent ambiguity in the text of the statute even if this
was ‘clear in itself’ [at 1371-72].

;. The other Wb@oﬁmﬁ international obligation invoked by the appellants
is found in E&.&m 4.B of the Paris Convention.... [T]he Paris Convention
does bom, as I understand it, confer immediate enforceability wd,nmbmmm of
a patent applied for or ov.abmm in BpoEm.H member country.”?

Here again we see that the Court is m.n_.&aum:N Hmmm enthusiastic about
the application of international norms. -

3) Analysis - -

The Federal Court of Appeal has mmmh more reluctant to use international
treaties to interpret and, .a fortiori, reinterpret, existing intellectual prop-
erty statutes than the Supreme Court, looking instead at the intention ex-
pressed by Parliament in the implementing legislation (if any). However,
the type of action launched by Pfizer is likely the first of many. The two

76 2003 FCA 138, leave to appeal to S.C.C. Hmm:mm& (2003), 27 C.P.R. (4th) vi.

77 [1990]2 S.C.R.1324. ‘
78 Pfizer Canada Inc. v. Canada (Attorney General), above note 76 at paras. 20-24-.
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Pfizer cases dealt with -patent law, but similar conclusions can be drawn
with respect to copyright, trademarks, and any other intellectual property
rights governed by international treaties and, in particular, TRIPS79 As
the area of intellectual property is regulated ever more deeply and broadly
by international norms,® and the policy flexibility left for individual na-
tions is proportionally reduced, thie number of cases in which a provision
of a domestic intellectual property statute or other legal rule® can be tested
against an international norm will increase. The boundaries of the classi-
cal doctrine (interpreting the statute with a view to ensuring maximum
compatibility with applicable international norms?®) may be redefined to
encompass broader policy issues, including an-analysis of the economic
and trade-related considerations that undergird the instrumentalist view
of intellectual property® adopted by the Supreme Court, one which seems

79 These would include, in addition to those already mentioned, industrial designs,
layout of computer chips, geographical indications, and confidential information, in
particular clinical test information submitted to obtain marketing approval (see art. 39
of the TRIPS Agreement).

80 See Daniel Gervais, “The Internationalization of Intellectual Property: Challenges
from the Very Old and the Véry New” (2002) 12 Fordham LP. Media & Ent. L]. 929.

81 Because “intellectual property” as defined in TRIPS includes confidential information
(see ibid.), one could also apply this reasoning to common law (or civil law) doctrines
protecting trade secrets and other forms of secret commercial information from mis-
appropriation and/or unfair competition.

82 See above notes 5-7 and accompanying text.

83 The concept of utilitarianism deals with the maximisation of the good to society. It
is linked to the writings of Jeremy Bentham and John Stuart Mill. Instrumental-
ism assesses actions in relation to their objective. Thus, actions are tools to achieve
certain goals. The instrumentalist utilitarianism view is to see law as an instrument
to achieve the greatest good for society. Thus, intellectual property is useful because it
encourages creativity and encourages people to share their creations with others thus
benefiting society as a whole. The cnrﬁmdmu rationale for intellectual property rights
has been described as follows:

The utilitarian argument is that intellectual property rights provide incentives to
produce new intellectual objects. By assigning property rights to creators, an incen-
tive is in place for people to undertake the expense and time to invent new products
or develop new ideas. If intellectual property protection is removed, the argument
goes, then there will be no incentive to produce intellectual objects because people
will be free to copy the object without compensating the creator. The utilitarian
-argument weighs the long-term development of the society against the short-term
drawback of assigning exclusive production rights to a creator [footnote omitted].

Robert L. Ostergard, Jr., “Intellectual Property: A Universal Human Right?” (i999) 21
Hum. Ris. Q. 156 at 162. See also Stephen R. Munzer, A Theory of Property (New York:
Cambridge University Press, 1990).



i

568 DANIEL|. GERVAIS

fully consistent with the TRIPS approach.3 In parallel, private litigants
can be expected to use international norms to convince national courts
to reinterpret intellectual property norms and standards. Indeed, it now
behoves Canadian practitioners to use international norms wherever pog-
sible to convince courts of the interpretation of the statute or legal docirine
favourable to their clients’ interests.® The policy direction indicated by Par-
liament, and adopted by the Supreme Court, of minimizing differences
between Canada and its main trading partners in areas that may negatively
affect trade in informational goods and services or goods whose value is es-
sentially derived from their ideational content is certain to take on greater
prominence in the coming years. This approach is arguably supported by

84 Graeme Dinwoodie & Rochelle Dreyfuss, “International Intellectual Property Law and
the Public Domain of Science” (2004) 7 J. Int’l Econ. L. 431 at 447—48:

The [TRIPS] Agreement, as an instrument of intellectual property law, must
strike a balance between sufficient levels of protection to stimulate the desired
social and commercial activity undertaken by first-comers, and sufficient limits on
those rights to ensure the maximum socially useful exploitation of that activity. It
partly achieves this balance substantively by allocatinig rights as between private
and public interests, that is, between producers and users of intellectual property.
But TRIPS, like any international agreement, must also deal with issues such

as sovereignty, diversity, and legitimacy that pervade international relations. It
must accordingly allocate power between supranational and national institutions,
between national and international laws. In the TRIPS context, that allocation has
the additional effect of giving member states an important role in striking the
producerfuser balance of intellectual property law.

This debate goes beyond intellectual property proper. It is related to the question of
the public funding of scientific research. Proponents of greater public funding argue
that it would increase access to scientific research (and that would increase the pace
of wuboﬁmo.& while allowing research efforts to be devoted to orphan or tropical dis-
eases, areas where the profit motive may not be sufficient to warrant efforts by private
laboratories. BEESE
Empirical data is still being developed and the validity of the thesis has not (yet)
been conclusively demonstrated: For a survey of arguments, see John C. Low, “Finding
the Right Tool for the Job: Adequate Protection for Research Tool Patents in a Global
Market?” (2005) 27 Hous. J. Int'l L. 345. For a more theoretical analysis, see Keith E.
Maskus & Jerome H. Reichman, “The Globalization of Private Knowledge Goods and
the Privatization of Global Public Goods” {2004) 7 J. Int'l Econ. L. 279.

85 See Louis LeBel & Gloria Chao, “The Rise of International Law in Canadian Constitu-
tional Litigation: Fugue or Fusion? Recent Developments and Challenges in Inter-
nalizing International Law” (2002)16 Sup. Ct. L.Rev (2d) 23; Stéphane Beaulac, “On
the Saying That ‘International Law Binds Canadian Courts™ (2003) 29:3 Canadian
Council on International Law Bulletin 1; and Gib van Ert, “International law does bind
Canadian courts: a reply” (2004) 30:1 Canadian Council International Law Bulletin 1.
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the assumption that rational, public-minded government will seek to mini-

mize the transaction costs of international cooperation.?

Although the approach taken by the Federal Court of Appeal is not uni-
form, it seems that the road ahead, as mapped by the Supreme Court, is
clear. Beyond the need for uniform trade and trade-related rules, one could
discern an attempt to apply intellectual property statutes so as to maximize
the innovation potential of Canadians and Canadian enterprises. That is
particularly true of the strong Harvard College dissent and of the opinions
penned by the chief justice in Monsanto and CCH. These considerations led
the Supreme Court to a different set of conclusions in the two other copy-
right decisions, namely Théberge and SOCAN v. CAIP, where the statute
was interpreted more narrowly and where the interest of Canadians was
perceived to be to allow use of copyright content without authorization and/
or limiting the reach of the author’s exclusive rights in favour of “balance.”

In the five Supreme Court decisions since 2002 exarnined earlier in
the chapter, a constant has been the reference to international intellectual
property instruments not only, as in traditional jurisprudence, to interpret
the relevant mﬁmﬁ,ﬁim? but also to determine the underlying policy objec-
tives. Those decisions show that intellectual property is not an end in itself.
Copyright is not there to “protect” authors (or other owners of copyright),
but to maximize the creation, production, and dissemination of knowledge
and access thereto. Patents are there as part of a broader social contract to
“incentivize” and promote access to innovation. To put it differently, pro-
tection of intellectual property rights is not an end but a means to achiev-
ing that end. This implies that the level of protection must be properly
calibrated.

That conclusion seems consonant with the displacement of intellectual

‘property negotiations. Those rules were initially developed in a “pure” cir-
cle of intellectual property, epitomized by the Paris and Berne Conventions,

both housed in the World Intellectual Property Organization (WIPO).% At
the international level, norm-setting activity moved in 1986 to the GATT,
and the set of norms that emerged at the end of that process was incorpo-
rated into a new instrument, the TRIPS Agreement, at the inception of
the WTO on 1 January 1995.% The pragmatic, instrumentalist approach of

86 See John K. Setear, “An Iterative Perspective on Treaties: A Synthesis of International
Relations Theory and International Law” (1996) 37 Harv. Int'l L.J. 139 at 174-

87 See online: www.wipo.int.

88 TRIPS Agreement, above note 1 at para. 3.
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trade law, the principal objective of which is not there to “protect” property
or traders but to maximize legitimate trade (which includes a degree of
protection for goods and persons; but only to the extent necessary), has in-
fused intellectual property with a new approach, and one that the- mc.wamgm
Court seems to have embraced fully.®

Practitioners -of intellectual property would be- well advised to take
account of the approach ‘chosen by the Supreme Court, one that reflects
the transfer of jurisdiction-in intellectual property to the domain of trade
rules. Claiming a right as ordinary “property” that “deserves” on Lockean
grounds, or as a human right, might fall on deaf ears. The path-1aid down
by the Supreme Court emphasizes the need to show the social welfare im-
pacts of protection—and the related search for “balance.” If that is not the
way Parliament intended intellectual property statutes to be interpreted
and applied, it would have to say so in upcoming legislative amendments.

A few thoughts, before concluding, on whether the appropriation of
international treaty norms by Canadian courts, and in particular the Su-
preme Court, might be a two-way street. Increasingly, courts in various
countries are called upon to interpret TRIPS or other international instru-
ments. In two cases dealing with the “three-step test,”° the WTO adopted
dispute-settlement reports that interpreted certain TRIPS provisions as
including the travaux préparatoires of another instrument, the Berne Con-
vention, which was incorporated into TRIPS. Yet, since 1995, out of nearly
three hundred cases filed under the WTO Dispute-Settlement Understand-
ing (DSU),% only seven TRIPS cases led to a decision by a panel and two
by the appellate body. This leaves large parts of TRIPS, including dozens

89 - There would be much more to say on the property- vmmmm vs. Emgmnﬂmrmﬁ Emoﬂmm
of intellectual property of course. For our purposes, it seems fair to say that the lobbies
that wsmw& for moving of Eﬂmgmnou& intellectual property norms in the’ trade arena
could be expected to live ‘with the wammawnma of trade rules, rather than defend pre-
trade views based on property, theft, and piracy.

90 The test, borrowed by TRIPS drafters from art. 9(2) of the Berne nonéﬁuos~ limits-
exceptions to exclusive rights to cases that serve a special policy purpose, do-not .
interfere with normal commercial exploitation, and do not unreasonably vamuc.&nm the
legitimate interests of rights-holders. TRIPS Agreement, above note 1, arts. 13,26(2)
and 30, respectively.

o1 World Trade Ommﬁunmnon. United-States-Section 110(5) of the US Copyright Act, Report
of the Panel, 15 June 2000, WTO Document WT/DS160/R; ﬁ.n:nma|m§w§ Protec-
tion, above note 6o.

92 Above note 4. e
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of-provisions of other noHEmbﬂoum incorporated in TRIPS by reference,” to
be interpreted. :

As national courts are increasingly called upon to provide interpreta-
tions of those norms to determine the compatibility of their own legisla-
tion, a national layer of jurisprudence of international intellectual property
rules may emerge. As Profeéssor Dinwoodie noted in that respect:

In the classical system, national courts had very little role to play in the
construction of international intellectual property law, Litigation involved
natjonal rights.... National courts are, however, beginning to tackle multi-
national cases and thus contribute to the creation of international norms.%4

D. CONCLUSION

Canadian courts are occasionally called upon to interpret statutes in light
of relevant international nerms. According to the classical doctrine of stat-
utory interpretation, courts should try to ensure compatibility between do-
mestic statutes and (binding) international norms wherever possible. This
was true also of cases involving intellectual property rights.

In recent years, however, under the impulsion of the Supreme Court,
international norms have taken on a different hue. Beyond a simple com-
patibility analysis, the Supreme Court and, in a few cases, lower courts as
well have signalled the desirability of ensuring compatibility and unifor-
mity of rules governing trade with our main trading pariners. Since 1995,
that includes intellectual property norms contained in the WTO TRIPS
Agreement. The analysis is informed by a perceived need to maintain and
enhance Canada’s competitiveness and innovation, while not hampering
the free flow of information and knowledge. Those are seen as competing
objectives in maximizing general welfare. The view may be characterized
as instrumentalist.

93 Arts. 1—21 (minus 6bis and 10(3)) of the Berne Convention (Paris Act, 1971) and its Ap-
pendix (minus art. IV(3)); arts. r-12 and 19 of the Paris Convention; arts. 2—7 (minus
6(3)), 12 and 16(3) 6f the Treaty on Intellectual Property in Respect of Integrated Circuits
(known as the “Washington Treaty”). See arts. 2(1), 9(1),-and 35 of the TRIPS >mumm.
ment, above note 1.

94 Graeme Dinwoodie, “The International Property Law Systern: New Actors, New
Institutions, New Sources” in Proceedings of the 98th Annual Meeting of the American
Society of International Law (2004) at 216. A symposium on that theme was held at
the Chicago-Kent Program in Intellectual Property Law in October 2001. Papers were
published in (2002) 77 Chi.-Kent L. Rev.
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In parallel, litigants have begun to use international norms to buttress -
arguments in favour of one interpretation or another of Canadian inte].
lectual property statutes. In certain cases, litigants asked courts, unsyc.
cessfully, to impose obligations on the federal government that had not
been expressly implemented in domestic legislation. In a number of cageg
already decided, and in many more to come, international norms const:
tute a strong support for interpreting or reinterpreting extant rules. Given
the increasing internationalization of rules and globalization of economic
relations, that trend is likely to increase rapidly in the coming years. .




