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Introduction
This article seeks to solve a discrete but significant problem resulting from the expansion of trademark law:  the failure to adequately protect consumer interests in using trademarks to find information.  For example, a consumer exploring options before buying a fuel-efficient car may type “Prius” into an Internet search engine.  Internet technology provides endless possibilities to find responsive information.  However, open questions of trademark law restrict this freedom, making it impossible for search engine providers to use marks to trigger competitive advertisements without risking liability.  Federal circuit courts are split over whether search engines commit trademark infringement if they display a Honda or GM sponsored link in response to the “Prius” search.  To reduce the risk of trademark liability, search engines are blocking links to truthful comparative advertisements.
  Therefore, because of an unclear question of trademark law, consumers have access to less information.  The consumer’s interest in finding information about a Honda hybrid or the GM ENVI is too often ignored in favor of policies that permit trademark owners like Toyota to have more control over how their marks are used.  Access to a wide array of commercial, political and artistic expression on the Internet will remain available only if trademark expansion is controlled to protect consumer interests in using marks to find information.  

Trademark law has lost its way.  In the early twentieth century, trademark law developed to protect consumers and trademark owners from counterfeit goods.  If a pirate used “Coca-Cola” to trick the public into believing that their fake soda was the real thing, the Coca-Cola Company could sue for trademark infringement.  In these situations the interests of trademark owners and consumers aligned perfectly.  Protection from false or misleading trade symbols was justified by the policies of promoting fair competition for trademark owners and protecting consumers from deception.
  Economists supported such trademark protections because they maximize informational and economic efficiency.
  As trademark law expanded, it outgrew these policies, becoming a vehicle for mark owners to control an increasing array of unauthorized uses, whether or not consumers were deceived.  The alignment between trademark owner interests and consumer interests broke apart.

This expansion of trademark law has uprooted the doctrine from its limiting principles, resulting in trends that ignore or harm consumer interests.  The harm is especially apparent when trademark law is used to deny consumers the opportunity to use trademarks to find information.  When trademark law inhibits keyword advertising, trademark owners gain control over the results consumers see when they use marks as search terms.  If trademark owners achieve such plenary control over their marks, consumers will suffer economic and expressive harm.  Under current doctrine, no adequate check exists to protect consumer interests.  This article suggests that a consumer investment model will provide a limiting principle to protect expressive and informational interests in trademarks.  Adoption of this model would provide a balancing force in favor of the public as trademark rights expand.  It would also return trademark law to a place where it can do a better job of achieving its traditional purposes of protecting consumers and trademark owners by promoting fair competition and providing consumers with truthful information.

The discussion proceeds in three parts.  Section I illustrates the inadequate treatment of consumer interests in trademark doctrine and theory.  Because consumer confusion must be proven to establish trademark infringement, consumer interests should serve as a meaningful limiting principle.  Unauthorized trademark uses should, in theory, be permitted when consumers are not confused.  In practice, consumers are often portrayed as hopelessly confused to justify expanding the scope of trademark protection.  Consequently, actual consumer interests are too often ignored.  After identifying how this malleable consumer construct developed in trademark doctrine, Section I explains why several theoretical approaches do not provide an adequate mechanism for addressing this problem.  Due to the absence of a workable limiting principle, trademark protection has expanded—and in the name of consumer protection—has often failed to acknowledge or protect actual consumer interests.

In response, Section II introduces a new model of consumer investment.  The model proposes that because consumers make substantial cognitive and economic investments in marks, they deserve a return.  Section II first explores the nature of the investment. Lessons from the social sciences are used to challenge two frequently asserted assumptions about consumers in current trademark legal doctrine:  (1) that trademark value is created solely by trademark owners and (2) that the public informational interest in marks is passive.  Drawing on literature from psychology, economics, marketing and cognitive science, this section provides a broader vision of how consumers participate in creating trademark value.  The model of consumer investment is based on this more collaborative model of trademark creation through which consumers invest trademarks with meaning and value.  Consumers also actively use marks for many purposes, such as self-expression, value affirmation, social connections and information searches.

Next, Section III turns to the type of return that consumers should receive from their investment.  Because the public invests marks with meaning that is essential to their success, the model provides that consumers should be able to use marks freely for many informational purposes.  It suggests three contexts in which adopting the model of consumer investment could inform the choice to expand trademark protection or create a safe harbor:  keyword advertising, cultural dilution and lexicography.  Application of the model to current trademark doctrine in these contexts and others would provide a means for assuring that consumer interests do not get pushed aside in important trademark cases that affect public interests. 

I.  Consumer Interests Are Losing Ground to Expanding Interests of Trademark Owners

Consumers hold an ambiguous place in trademark legal discourse.  Much commentary assumes that consumer protection is the theoretical heart of trademark law.
  Yet recent scholarship has questioned whether this assumption holds true in practice.  As Mark McKenna observes, “[m]odern trademark law . . . amounts to little more than industrial policy intended to increase brand value.”
  While the law moves towards greater protection for trademark owners, it risks compromising public interests in using marks for expressive or informational pursuits. 

Identifying and preserving a public domain of intellectual property is necessary so that the public retains some rights to use works protected by intellectual property.
  Most legal scholarship on this subject focuses on preservation efforts aimed at limiting copyright and patent protection.  Insufficient attention has been paid to the increasingly powerful rights of trademark owners, and how this expansion threatens to erode public interests in trademarks. Intellectual property law involves a constant balancing between the rights of creators to control the integrity of their work and the income it generates against the rights of the public to use and share works or to create new works and business models based on the work of others.
  To avoid permanent monopolies on information, culture and knowledge, a quid pro quo in favor of the public must provide a balance so that intellectual property rights are not unlimited—even during the time that the intellectual property protection exists. Some of the same reasons that justify public use of copyrighted and patented works apply to public use of trademarks as well.  Although often less novel than patented and copyrighted works, the ideas embodied in trademarks create “substantial non-rivalrous public benefits.”
  The common narratives associated with certain marks contribute to public knowledge and cultural identity.  Perhaps because this similarity has been deemphasized in the trademark literature, the extent to which the public should possess positive rights has not been adequately developed.  

However, it is perhaps the differences that provide an even more important justification for protecting the rights of consumers in trademarks. Copyright and patent protection is constitutionally grounded in Article I, Section 8, Clause 8 of the United States Constitution which provides that “To promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries.” 
  The “limited times” provision assures that copyrighted and patented works will ultimately enter the public domain for the public to use and share.  Unlike copyrights and patents, trademark rights attach from mere use, and if well tended, can last forever.  Because trademarks are not awarded to encourage the creation of new inventions or creative works and may never expire, the policy for granting even a limited monopoly in trademarks carries less force. 
  Also, the public interest in some unauthorized uses during the term of protection is stronger because any rights the public will have must be available during the term of protection. In addition to their cultural value, consumers rely on trademarks as essential tools for finding a wide variety of information.  If such unauthorized uses are to be permitted,
 the law must articulate a theory to identify and preserve public interests in trademarks. 

Trademark doctrine is moving in a direction that threatens consumer interests.  Ironically, this trend is occurring at a time when consumer power over marks is stronger than ever. Trademark owners are not the only ones who seek to use marks for commercial and expressive purposes.  Even in the small gesture of exchanging business cards, we use marks to define ourselves, express values and tastes, define our niche in life and connect to a community.  An entrepreneur may post a competitor’s mark on its web site to make a legitimate product comparison.  Consumer safety advocates use marks to provide information about branded goods and services.  Consumers use brands to find products and connect to communities with similar interests.  Search engine providers seek to use trademarks to help Internet users find information responsive to their queries.
  Yet trademark discourse too often ignores both the extent to which consumers shape trademark value and how public interests in the informational value of marks should be reflected in trademark doctrine.
  Consumers have been cast in strange and conflicting roles, described by Barton Beebe as the “sovereign” and the “fool.”
  Although the “sovereign” may be invoked to explain the theoretical basis for trademark law, the “fool” appears much more often in trademark decisions because the gullible consumer is often used as a vehicle to justify greater trademark protection.
  Neither construct provides a workable foundation on which to shape trademark law for a future that will respect public interests in using marks for expressive and informational purposes. 
A. How The Likelihood of Confusion Standard Created a Template for Undervaluing Consumers

Although pro-consumer policies are thought to provide a foundation for trademark law, in trademark infringement practice, consumer interests are not sufficiently valued.  Trademark infringement claims require proof that consumers are likely to be confused about the source of a product or service because it appears similar to a symbol used by another.
  This likelihood can be found even if now evidence of actual confusion is presented.  Therefore, no matter what the evidence shows, a court is inclined to protect trademark rights will find it easy to justify that result by stating that consumers are likely to be confused.  For example, if an entrepreneur were to offer a fancy web site with “Wharton” distant education business courses, the site would likely cause confusion over whether it is affiliated with the famous Wharton Business School.  If the site were not a Wharton affiliate, Wharton would have a viable trademark infringement claim because consumers may be confused about whether it is connected with the new on-line courses.  If the site does not offer business classes, but instead promotes art instruction for children, likely consumer confusion may be harder to prove.  A court that wanted to protect Wharton’s control over its mark may portray potential visitors as very easily confused, even if no evidence of confusion had been presented.  

This impulse to define consumer confusion in a way that protects trademark interests has resulted in years of trademark discourse that demeans consumers and devalues their interests.  In trademark opinions, the language used to describe consumers is often strikingly paternalistic.  Courts often describe consumers as pawns, easily manipulated and confused by choices.
  In Mishawaka Rubber Mfg. Co. v. S.S. Kresge Co., Justice Frankfurter wrote that:

A trade-mark is a merchandising short-cut which induces a purchaser to select what he wants, or what he has been led to believe he wants.

Justice Sandra Day O’Connor wrote that the roots of trademark and unfair competition law lie in “protecting consumers from confusion as to source.   While that concern may result in the creation of `quasi-property rights’ in communicative symbols, the focus is on the protection of consumers . . . ”
 According to this logic, robust protection of trademarks will protect consumers as well.  If one assumes that the public interest aligns perfectly with those of the trademark owner, there is no reason to consider consumer interests separately.  The problem with this assumption is that is does not account for situations in which such “quasi-property rights” conflict with consumer interests. 

Yet based on the implicit assumption of parallel interests, courts frequently protect mark owners even if no consumer confusion had occurred.  In Florence Manufacturing Co v. J.C. Dowd & Co., the defendant prevailed at trial and was permitted to continue selling its “Sta-Kleen” toothbrushes notwithstanding the similarity with plaintiff’s “Keepclean” mark for toilet brushes.
  The District held that neither party had a protectable mark (descriptive marks were not then registrable) and found no evidence of consumer confusion.
  Yet, the Second Circuit reversed, holding that unfair competition had occurred because the defendant had a “dishonest motive” in selling its toothbrushes in similar packaging.
  Notwithstanding this primary reason for reversing the trial court’s decision, the Second Circuit took the following swipe at consumers:
 “The law is not made for the protection of experts, but for the public—that vast multitude which includes the ignorant, the unthinking and the credulous, who in making purchases, do not stop to analyze, but are governed by appearances and general impressions.”

The Second Circuit’s opinion in Florence has been cited over two hundred times, and at the time of this writing, eighty-two federal and state cases specifically quoted the disparaging language about the public.  Federal and state trademark decisions are littered with similar references to consumers as careless and easily fooled.


In retrospect, it seems clear that the confused consumer was a necessary construct for justifying the expansion of trademark rights.  In order to find infringement when the products or services did not compete, courts would portray the public as less discerning and more easily confused.
  In Stork v. Sahati, the famous New York “The Stork Club” sued an “unpretentious” San Francisco nightclub that used the same name.
  The district court found that confusion was not likely, and denied injunctive relief.
  The Ninth Circuit reversed, explaining that the law “protects not only the intelligent, the experienced, and the astute.  It safeguards also the ignorant, the inexperienced, and the gullible.”
  Before federal dilution protection was available, consumers were portrayed as easily confused in order to justify protecting famous marks.  The Sahati decision is an apt example, as the court made it clear that it was compelled to reverse the district court in order to stop “an unfair trade practice that threatens to `nibble away,’ `whittle away,’ or `dilute’ the value of its dearly-bought prestige.”
  To justify the expanded trademark rights, courts often portrayed consumers as more and more easily confused.  By 1999, Jessica Litman remarked, “Recently, we have seen a great deal of the extraordinary gullible consumer.”


The oblivious consumer construct in infringement analysis differs from the treatment of consumers in other areas of the law—and even in other areas of trademark law.
  As Michael Petit noted:

This emphasis on carelessness was in stark contrast with the dominant vision of the liberal subject in the nineteenth century.  In most legal and political contexts, the autonomy, independence, and self-reliance of the white, male subject-citizen were highlighted.  The liberal self was an individual who possessed self-mastery and control.  Private citizens were expected to act prudently and embrace personal responsibility for life’s risk as an emblem of their freedom.

One reason consumers have been relegated to the sidelines of trademark analysis is that in trademark litigation, generally, two private corporate actors engage in a tug of war to control the meaning and proceeds generated by a specific symbol.  Often, neither side has an incentive to protect the investments and rights of consumers because acknowledging those rights would diminish their control.  Even if the incentive exists, as in the case of corporate search engine owners, consumer interests are not given adequate protection within the current doctrinal framework notwithstanding the traditional policies that form the common law foundation.
B. Consumer Investment Would Add an Important Limiting Principle To Trademark Theory 

Trademark protection is often justified by the theory that consumers should be protected from deceptions and misrepresentations in the use of trade symbols.  Some theorists emphasize the importance of honoring this traditional view and advocate returning to it.
  If some sort of misrepresentation is required, trademark rights may be asserted only to the extent that they protect the public from false and confusing statements about quality, origin and ownership.
  If this theory guided legal limits on trademark rights, third party uses would be lawful if they did not lead to consumer confusion.  Misrepresentation theorists support interpretations of trademark law that encourage robust competition and limit trademark rights.
  

The use of misrepresentation as a general limiting principle for trademark protection does not seem likely to occur in view of current trends in trademark law.  The Lanham Act of 1946 was touted as way to protect consumers, but its primary beneficiaries were corporate mark owners.
  Since its enactment, trademark protection has steadily expanded to include protection against unauthorized uses that are often not confusing or deceptive at all, such as dilution,
 cybersquatting,
 and the loss of exclusive merchandising rights. 
  Therefore, misrepresentation theory can no longer serve as a workable check on expanding trademark protections. 

On the opposite end of the trademark theoretical spectrum from the misrepresentation theorists are those who oppose all sorts of free-riding on marks based on the claim that trademarks should be protected as exclusive “property” belonging to the trademark owner.
  This view assumes that trademark value results solely from efforts made by the trademark owner.  From this assumption flows the conclusion that no one but the trademark owner should be able to “free ride” by making money from a mark belonging to someone else.
 

In his excellent work explaining why the rhetoric of free riding is misguided in the intellectual property context, Mark Lemley exposes the agenda of the anti-free rider: “absolute protection” against any sort of copying or use “is the goal.”
  Anti-free riding rhetoric is frequently asserted by trademark owners and used to justify judicial decisions.
  Some who advocate for greater protection of marks assert ownership over consumer consciousness as if it were real estate.
  The unfortunate result of this trend is that trademark law has outgrown its limiting principles at the expense of public interests.  As Lemley observes, 

Trademark law, which was once limited to protecting against consumer confusion, has increasingly taken on the character of a property right, with the result that trademark “owners” now have the power to prevent various kinds of uses of their marks, regardless of whether consumers will be confused or search costs increased.

Trademarks are not and should not become monopolies.
  Although “courts and commentators have worried that without protection, imitation and free riding by others will undermine the incentive necessary to ensure sufficient investment in desirable trademarks,” as Professor Glynn S. Lunney, Jr. observes, free riding is not always inefficient or undesirable.
  In fact, trademark law expressly creates a safe zone for the unauthorized use of many symbols so that the public can freely use generic terms, functional features, and to a lesser extent, descriptive terms and colors.

The tendency to protect against free riding may have a longer history in trademark doctrine than many theorists have acknowledged.  Mark McKenna describes how trademark protection developed out of unfair competition doctrine primarily to protect corporations from unfair competition.
  Much twentieth century United States case law supports the idea that a trademark is property owned by its corporate creator.  Rarely were positive rights (other than the right not to be confused) described as belonging to the public.  The trademark right itself was defined as extending only to corporate interests.  In American Steel Foundries v. Robertson, the Supreme Court declared, “[t]here is no property in a trademark apart from the business or trade in connection with which it is employed.”

While the anti-free riding theorists may reflect the reality of expanding trademark rights, this approach is fundamentally flawed for not articulating any limits.  The assumption that only trademark owners may financially benefit from their marks is contrary to many necessary fair uses built into trademark law.  Numerous trademark exclusions permit the use of another’s mark for expressive and commercial purposes, such as the right to use the mark “Honda” when selling a used Honda car or offering to service them.
  The commercial use of marks is also essential in news reporting, comparative advertising and consumer testing services.  Although the Lanham Act and its recent amendments were enacted to protect corporate interests, it retained exceptions for such commercial conduct, and therefore is not and was not intended to be “a general anti-copying statute.”

Economic theories of trademark protection fare better in balancing consumer interests, but would still benefit from a consumer investment paradigm.  Economic theorists assert that trademarks embody “information capital” in reducing consumer search costs and providing a short hand for valuable information about the source and quality of a good or service.
  A trademark helps consumers relocate a product or service so they can duplicate a prior satisfactory experience.
  For example, if I put my twins to bed for the night in diapers that leak, and I end up bathing boys and changing linens on two beds in the middle of the night, I am likely to remember that experience next time I go to the store to buy diapers.  If using “Huggies” diapers results in no leaks, you can bet that I will buy them again.  In this way, consumers use trademarks to locate quality products and as a mechanism to try to repeat past satisfactions.  

Because of the consumer impulse to gather and use this information, trademark owners have an incentive to make high quality products.  Proctor & Gamble and Kimberly Clark know well that excellent diaper performance will result in positive associations with their mark.  Leaks will not.  Poor or inconsistent diaper quality may cause a consumer to avoid their brand.  In this way both, producer and consumers benefit from the use of marks on consistently high quality products.  If the trademark is used on a product that has consistent quality, the consumer can rely on specific expectations and will not need to spend time reading fine print, asking questions, or seeking the advice of others before making a purchase.
  The signaling function of the trademark at the point of purchase is worthy of legal protection because of the informational efficiencies that result.

Economic theorists contributed much to trademark doctrine by emphasizing the importance of trademarks as information tools.  The economic model is premised on the goals of promoting economic efficiency and consumer welfare.
  It focuses on consumer perceptions at the moment a purchase is made.  The limitation of this model is that it does not adequately embrace consumer interests in trademarks before and after the moment of the purchase.  As the next section illustrates, consumers use trademarks for a variety of purposes at other times.  Returning to the “Prius” example, a consumer may type the mark into a search engine, not to effectuate a purchase, but simply to find information about hybrid cars, find a place to a Prius serviced or connect to a community of Prius enthusiasts. 

Another limitation to the economic theory is that it fails to account for the many expressive uses of marks, and the extent to which they contribute to trademark value.  An economist might theorize that those seeking to purchase a hybrid car would make their selection based primarily on price and fuel economy.  Sometimes the economist is wrong.   In a survey conducted in the spring of 2007, 57% of Toyota Prius owners indicated that their primary motivation was that the Prius “makes a statement about me” while 36% said their primary motivation was “higher fuel economy.”
  A big reason for Toyota’s competitive edge is that the Prius is sold only as a hybrid, and therefore sends a clear and powerful message about its owner’s commitment to living an environmentally responsible life.
  Mary Gatch of Charleston, South Carolina explains that she bought the Prius because “I felt like the Camry Hybrid was too subtle for the message I wanted to put out there . . . .I wanted to have the biggest impact that I could, and the Prius puts out a clearer message.”
  Interestingly, three years earlier, only 34% of Prius owners cited expressive value as their primary purchasing motivation.
  The Prius example is not meant to demonstrate consumer irrationality.  Rather, it is strong evidence that even in making purchasing decisions, consumers choose a mark for purposes that often are not explainable by economic theories alone.
Some scholars in the legal academy eloquently acknowledge consumer power in building trademark value.  Most memorably, Jessica Litman wrote that, 

The argument that trade symbols acquire intrinsic value – apart from their usefulness in designating the source – derives from consumers’ investing those symbols with value for which they are willing to pay real money. . . . It may well increase the total utils in our society if every time a guy drinks a Budweiser or smokes a Camel, he believes he’s a stud.  We may all be better off if, each time a woman colors her hair with a L’Oreal product, she murmurs to herself  “and I’m worth it.”  If that’s so, however, Warner Brothers, Anheuser-Busch, R.J. Reynolds, and L’Oreal can hardly take all the credit.  They built up all that mystique with their customers’ money and active collaboration.

Some recent commentary has acknowledged the expressive value of marks and an expanded view of consumers as co-authors in the creation of strong brands.
  Yet current theoretical approaches do not adequately apply these observations to protect consumer interests.  Therefore, they would be substantially improved with recognition of the consumer investment model set forth in the section that follows.

II.  Consumer Investment in Trademarks
Social science literature provides a wealth of insights into the nature of consumer investments in marks.  Trademark law could benefit immensely if these insights prompt a reexamination of doctrinal assumptions about how consumers use and respond to trademarks.  This discussion will focus on two broad themes that support the consumer investment model.  First, much social science literature indicates that many variables contribute to trademark value.  This collaborative notion refutes the increasingly common assertion in trademark disputes that trademark value is created and controlled solely by mark owners.
  Second, many studies indicate that consumers do not merely receive information form marks, but actively use them as informational tools.  This evidence should prompt a close look at the tendency in trademark doctrine to cast consumers as mere passive recipients of information embodied in trademarks as though we are all mute dummies merely able to absorb the mark owner’s mass media messages.  In place of that notion, trademark discourse should not ignore the many ways in which consumers actively use marks to express themselves, connect to others and find information.  This section will explore these twin themes and then demonstrate how they support the model of consumer investments in trademarks.  The many precise ways in which consumers shape trademark meaning and value is rich terrain for future work.  However, at a minimum, trademark issues should be decided in an environment that is open to consider how consumers actually use and think about trademarks. 

A. Examining the Assumption that Trademark Meaning is Authored Solely by Trademark Owners   

Some claim that the success of a trademark is wholly dependent on the resources and advertising message transmitted by the trademark owner.  If that were so, all brands with a strong economic engine behind them would succeed.  In fact, eight out of ten brands fail.
  Some of the most notorious brand failures had wealthy corporate coffers behind them.  A brand can fail because consumers decline to invest in it at all or because consumers withdraw an investment made previously. Consumer perceptions about trademarks are dynamic and can change over time and in response to experience and other stimuli.
  Consumers have the power to fuel brand strength, but they also have the power to invest a mark with negative meaning, withdraw their loyalty and devastate brand value.
  Trademarks give consumers a “means of retaliation if the quality does not meet expectations.”
  Empirical studies have documented that corporate fraud, faulty design resulting in recalls, and false advertising may result in consumer withdrawal of loyalty that can result in falling stock prices that exceed the magnitude of actually incurred damages.

In the 1980’s, Coca-Cola was losing market share to Pepsi as a youth alternative for the “Pepsi Generation”.
  Pepsi ran blind taste tests—“the Pepsi challenge”— in which consumers sampled both drinks.  Most preferred the sweeter taste of Pepsi.  Coca-Cola had to fight back to keep its market share from eroding.  It decided to change its secret formula.  After conducting 200,000 blind taste tests, Coca-Cola’s data showed that consumers overwhelmingly preferred the new formula, to the original Coca-Cola and to Pepsi.  Coca-Cola (with “New!” marked on the can) was reborn, and stands out in marketing history as a notorious disaster.  Despite the superior taste, the public felt betrayed.  The company had told them that “Coke is it,” and now, suddenly, it was not available.  U.S. consumers refused to transfer their positive associations with Coca-Cola onto the new formula, and many even refused to acknowledge that the mark itself had not changed.  Many consumers remember the reformulated brand as “New Coke” even though the actual mark did not change.
  Perhaps, the public needed to classify the new product under a different label to keep the negative perception of the new product distinct from the memory of the iconic brand.  Donald Keough, Coca-Cola’s chief operating officer conceded, “The simple fact is that all the time and money and skill poured into consumer research on the new Coca-Cola could not measure or reveal the deep and abiding emotional attachment to original Coca-Cola felt by so many people.”  Before that investment could be irrevocably withdrawn, Coca-Cola brought back its original formula and wrote off as a loss the millions of dollars poured into the new formulation.

Not every brand survives the withdrawal of consumer good will.  Pan Am was once famous for providing international air travel with exceptional service.
  After a series of high profile tragedies, especially the explosion of Pan Am flight 103 over Lockerbie Scotland, the public withdrew its positive associations with the brand.
  Soon thereafter, the airline failed.  Similarly, Proctor and Gamble’s Rely tampon brand failed after consumers began to view it as unsafe.  Rely was originally touted as a technologically superior brand.  Its advertising slogan proclaimed, "It even absorbs the worry!"
  When the brand was linked with deaths of young women from toxic shock syndrome, Proctor and Gamble was unable to disassociate the tragic narrative from the brand.  Instead of keeping the brand and changing the technology, Proctor and Gamble stopped using it.
  The public had invested the brand with negative meaning that the company could not change.  Instead of getting out of the tampon business, Proctor and Gamble just dropped the trademark.  Proctor and Gamble continues to sell feminine hygiene products, but selected alternative brands to avoid having to battle negative consumer perceptions.
  

From a marketing perspective, consumer participation in the creation of trademark value is a well-accepted notion.  In How Brands Become Icons, Douglas Holt explains that a strong brand is born when a mark is infused with significance through a collaborative process involving four primary authors:  

[1.] companies [the mark owners], [2.] the culture industries, [3.]intermediaries (such as critics and retail salespeople), and [4.] customers (particularly when they form communities) . . . .  Marketers often like to think of brands as a psychological phenomenon which stems from the perceptions of individual consumers.  But what makes a brand powerful is the collective nature of these perceptions; the stories have become conventional and so are continually reinforced because they are treated as truths in everyday interactions.

According to Holt, a brand becomes an icon when it serves as a “representative symbol, especially of a culture or a movement.”
  The public must take the brand and invest it with meaning before it can reflect pervasive cultural salience.

In this more collaborative model, brand value is achieved when multiple variables inspire consumer investments.  We see many more trademarks and advertisements then we remember.
  The brands that achieve cultural value often prompt consumers to associate use of the product with an identity myth or the resolution of an acute contradiction in society.
  In 1971, Coca-Cola ran an unforgettable television advertisement featuring a hillside of multi-racial young people singing together “I want to teach the world to sing in perfect harmony . . .”
  The campaign evoked associations between drinking the beverage and hope that our collective better selves would work together to bring peace to Vietnam.
  Coca-Cola’s 1979 Mean Joe Green advertisement was also memorable because it sent the message that as a nation, we have the ability and power to overcome irrational fears of racism.
  Without the many positive associations invested in the Coca-Cola mark by generations of consumers, the brand owner would not enjoy the immense economic power it has today.

Consumer investments of time, attention and money can have a strong impact on the economic value of a brand.  Consumers are especially influential when they organize into communities that critique or celebrate a brand.  In evaluating a brand, consumers rely on information from a variety of sources in addition to the mark owner.  Advertising from the trademark owner is often less effective than information from other trusted and unbiased sources.  For example, peer perceptions determine teen preferences for clothing brands.
  And if you buy the same laundry detergent as your parent or grandparent, you reflect the results of research indicating that intergenerational influence has a strong impact on purchases of private necessities.

These studies demonstrate that consumers invest personal loyalty in their favorite brands demonstrating commitments that mimic the dynamics of personal relationships.
  For a favorite brand, a consumer will act in ways that contribute to brand value in the same way that they would help themselves or a close friend succeed. 

When attachment is high, consumers perceive the brand to be an extension of themselves.  They are defensive of attacks or criticisms against their brand and interpret such criticisms as personally threatening.  Thus they are willing to engage in behaviors on behalf of the brand, despite the potential self-image-related risks such behaviors may carry.  Moreover, since strong brand attachment involves automatic retrieval of brand-self connections, these individuals have less control over brand related defensive behaviors.  These consumers are also less cost-benefit oriented in their reactions to their brands.

Such strong brand attachments lead to “personal sacrifices of time, money and/or energy.”
  Fans of particular marks will “go to great personal and financial lengths to support a brand, such as by joining and actively participating in brand communities or fan cultures.”
 In addition to providing free advertising, dedicated fans create a sense of brand history, recruit new devotees and participate in protective behavior such as pressuring others not to buy counterfeit copies.
 Knowledgeable consumers with strong brand perceptions may be especially resistant to persuasive advertising.

These preferences are manifest at a very young age.  Anyone who shops for groceries with a preschooler can report an incident in which the child showed no interest in purchasing a product until it depicted a favorite character.  In a recent study, preschoolers demonstrated that when they sampled pairs of identical foods, they preferred the taste of the item presented in a package with a McDonald’s logo.
  Children who ate food from McDonald’s more frequently were more likely to have a taste preference for the labeled food.

The power of communities to affect brand value is much more potent in cyberspace.  The social connections that influence brand perceptions are easier to maintain on the Internet.  Significant network effects
 protected trademark value in the brick and mortar environment.  As Glynn Lunney observes,

Only the most popular brand of cola may be available at a restaurant; only the most popular game may have a ready supply of players; only the most popular sports leagues may have a ready audience around the water-cooler with which to share joys and sorrow following the weekend’s games.
  

Choosing a relatively unpopular product may have resulted in less significant network effects. The Internet, however, facilitates connections for enthusiasts of any brand.  

Even network scholars who try to avoid hyperbole, concede that “the Internet has indeed changed everything.”
  With the Internet, the public has more power to contribute to the meaning of cultural symbols and to affect brand meaning.  In The Wealth of Networks, Yochai Benkler explains how Internet technology is “loosening” the dominant corporate powers of cultural meaning:

My claim is that the emergence of a substantial nonmarket alternative path for cultural conversation increases the degrees of freedom available to individuals and groups to engage in cultural production and exchange, and that doing so increases the transparency of culture to its inhabitants.  It is a claim tied to the particular technological moment and its particular locus of occurrence—our networked communications environments.  It is based on the fact that it is displacing the particular industrial form of information and cultural production of the twentieth century, with its heavy emphasis on consumption in mass markets.  In this context, the emergence of a substantial sector of nonmarket production, and of peer production or the emergence of individuals acting cooperatively as a major new source of defining widely transmissible statements and conversations about the meaning of the culture we share, makes culture substantially more transparent and available for reflection, and therefore for revision.

Television and print “enacted culture on viewers.”
  In sharp, the Internet, enables an “emerging culture of conversation about culture.”
  Benkler illustrates these points with evidence that the democratically produced Wikipedia entry on Barbie contains critical discussion of the doll’s meaning in our culture, and permits the reader to view prior versions of the entry as well as commentary from readers.
  “Barbie” entries in traditional encyclopedia entries do not contain such rich cultural critiques.
  

The Internet and digital communication technologies have created vast and unprecedented potential for consumer investment.  In this new environment, individuals have a new freedom to actively engage in exchanging information about trademarks.
  As the Internet provides a larger field for trademark rights to expand in economic, cultural and legal dimensions, it has also provided rich terrain for a steady growth in consumer power to shape and use trademarks.  When trademark owners controlled all mass communication about brands, it may have seemed reasonable to argue that trademarks were purely corporate creations.  The argument that the mark owner alone controls brand meaning is now an anachronism.  In our networked world, many voices contribute to the narrative power of trademarks.  It is time to reject the assumption that the trademark owner is the sole author of brand meaning.

B.  
Broadening our Understanding of How Consumers Use Marks as Information Tools

Contrary to the way they are cast in much trademark discourse, consumers are not mere passive recipients of information about trademarks.  As we saw in Section I, trademark doctrine often casts consumers as “unthinking”
 passive recipients of information, focusing only on the information the brand sends from the mark owner to the consumer.  Social science literature provides fascinating insights that contradict this passive consumer construct and should invite legal analysts to broaden their view of how the public engages with trademarks.  The consumer investment model incorporates this broader conception and is based on the observation that consumers routinely and proactively use brands to express themselves, affirm values, experience pleasure, connect to communities and to find information.

Consumers appear to attach great importance to the expressive message the brand will enable them to communicate after they purchase a branded product.  Some scholars assert that expressing personal identity through trademark choice is a modern phenomenon.
  

Well into the 20th century, to be a farmhand or craftsman or shop-girl or teacher or clerk – or simply to be a person in your 40s or 50s – implied the acceptance of distinct codes of behaviour, dress and speech, deviation from which would be considered eccentric, at charitable best.  For most of history, to know yourself was, in large part, simply to know your place.
  

As historical social boundaries broke apart, a person’s place evolved from a fixed definition into a quest to construct an identity out of “the available symbolic resources in order to weave a coherent account of who she or he is.”
  Now, more than ever, these symbolic resources include trademarks.
  

In the twenty first century, brands are potent vehicles for self-expression
 and personal affirmation of beliefs and values.
  The importance of trademark meaning to the modern expression of personal identity has been demonstrated in multiple studies.
  Consumers develop attachments to branded products in response to cognitive and emotional experiences:

A consumer perceives a brand as being personally significant and connects the brand to the self when it offers hedonic resources – when it gratifies the self by providing sensory, hedonic or aesthetic pleasure . . . Brands are also linked to the self when they offer symbolic resource, enriching the self by representing defining or expressing the actual or desired self.  And they become linked to the self when they offer functional resources, enabling a sense of self-efficacy and allowing the pursuit and achievement of mastery goals.

The choice of a brand that a person will repeatedly display sends strong signals about his or her identity.  If I drive a Toyota Prius, I send the world a different message about who I am and what I value than if I drive a Hummer.  In this way, public consumption reinforces brand narratives through the actual life story of each person who selects the brand.  Recent deprivation studies demonstrate that it is not just the brands everyone sees us use publicly – our cars, handbags and laptops—that construct our sense of self.  Even private choices of food, household cleaners and toiletries, are selected to affirm our need for value affirmation and self-expression.

Experiencing the story associated with a brand has become a “modern secular example of the rituals that anthropologies have documented in every human society.  But rather than religious myth, in modern societies the most influential myths address people’s identities.”
  Brands have become “powerful repositories of meaning” that modern consumers use to construct and affirm personal identity.
  In marketing literature, these meanings translate into the value reflected by consumer judgments.  Brand “equity” is measured by public perception, specifically a brand’s perceived “strength, favorability, and/or uniqueness.”

The desire to experience a brand can be stronger than the need for a superior product.  A 2006 study demonstrated that consumer loyalty to self-affirming brands is so strong that consumers will stick with their chosen brands – even after experiencing alternatives that work better.
  Consistent with similar past studies, these results confirm that choosing among trademarks has “as much to do with fit as it is with function; the brand has to feel right as ‘a part of me.’”
  

One prominent theory explaining why brand meaning is so powerful to consumers is that brands serve as props or supporting characters that permit consumers to experience narratives reflecting archetypal myths.
  When blogs feature trademarks, they often do so in a narrative format through which the writer experiences and shares archetypal fulfillment.
  These brands are especially powerful “because they deliver myths to us in a tangible form, thereby making them more accessible.”
  Using a symbol packed with such intense cultural currency “revises and deepens sense making of the meaning of events in the story and what the complete story implies about oneself and others.”

In addition to affirming personal identity and enhancing individual expression, trademark choice also gives an individual a means for connecting to a larger community.  Trademarks are often selected so that the consumer can participate in the brand’s mythology.  Concerns of product quality or source are often secondary.  The economists G.B. Ramel and F. Silva remark that the “consumer no longer buys a branded product only to consume the good but also for an emotive experience connected with the symbolic realm embodied in the brand.”
  In this “experience economy,”
 the desire to participate in the story surrounding the brand drives many purchasing decisions.  The good attached to the brand has receded in importance so much that one can often observe its complete absence.

In addition to using brands to connect to ephemeral stories, the public also uses brands as tools to make real social connections and find practical information to inform purchasing decisions.  A trademark typed by a consumer into a search box often serves as the vehicle for social connection and community building experiences.  It reduces an average of six degrees of separation between two individuals to a number as small as 4.22 between websites.
  For popular brands, the Internet gives consumers new opportunities to shop, chat, connect, critique and swap stories about favorite products and services.  These virtual communications are unrestricted by pre-Internet constraints on time or geography.  Viral advertising, or word of mouth communication directly between consumers, 
 can be more potent brand equity builders than traditional advertising directed from a mark owner to a consumer.
 

By using trademarks on the Internet as search terms, consumers can connect to those who share their interests, irrespective of the terrestrial limitations of geography and time zone.  For example, on the social networking site www.facebook.com, members can type in a brand and join a group of thousands featuring online discussions about the iphone or the Prius.  Those with interests in less well known brands can also find like-minded communities, such as the group of approximately two hundred people on Facebook who share information about Weaver Street Market, a local grocery cooperative in Chapel Hill, North Carolina.

The public relies on trademarks to serve as tools to find a vast array of information on the Internet.  When a consumer uses a trademark as an Internet search term, she can tap into a world of information including product reviews, product ingredients, nutrition and safety information, comparative advertisements, price comparisons and competitive products.  Many consumer sites such as the nonprofit Consumer Reports and the for-profit CBS affiliate site www.cnet.com aggregate a wide array of such information.  Trademarks are the primary tools that enable consumers to use these sources to obtain information about specific products and services.

C.  The Nature of Consumer Investments in Trademarks
After broadening one’s view of how consumers affect brand value and use marks, the nature of consumer investments may be brought into sharper focus.  Trademarks are much more than labels indicating the place or company where a product was manufactured.  They are not mere bull horns shouting only the brand owner’s story.  They are more like libraries-- repositories of tremendous value and cultural significance filled with contributions from many voices.  Consumer investments are the resources that everyone except trademark owners contributes to this repository.  These public investments appear in many forms.  Consumers invest marks with shared and personal significance.  We invest financially in marks every time we make a purchase.  Sometimes consumers invest time and energy into brands, helping the mark owners to sell the benefits of a particular product or service.  

The most basic way that a consumer can invest a mark with meaning is to recognize the symbol as a mark.  A large red word painted on a white truck may be perceived from its context as a mark.  If a person sees a product or service advertisement for the first time and perceives the symbol as a brand, the consumer has invested that symbol with brand meaning.  The symbol may be perceived as the name of a service provider or the source of a product, but the consumer may not remember it.  The investment may not be volitional, and it may be forgotten as soon as you pass.  We all have seen advertising for many more brands than we can recall.  Yet this recognition is the first meaningful investment a consumer makes in a mark. 

Only after a symbol exists in a potentially stable frame of reference does it become linked with a meaningful and distinctive brand identity in the consumer’s mind.  Once this higher level of cognitive investment has occurred, the symbol can be retrieved from memory.  According to “the activation theory” developed by cognitive scientists, brands have meaning to an individual after the symbol is stored in a cognitive unit called a “node.”
  Nodes are arranged hierarchically, so that some will be triggered more easily by more stimuli.  The more thought and associations a consumer invests in a brand, the more easily the brand and its associated narrative will be triggered by the person’s memory.
  Although cognitive capital may not cost a person more than a bit of attention, it is for each person a limited resource.
  Therefore, remembering a symbol as a brand and assigning meaning to it is an additional level of consumer investment.

This type of investment may or may not be conscious.  Its absorption into a consumer’s understanding may occur as organically as the adoption of a new word into individual discourse.

Importantly, even before the point of purchase and even if no purchase is made,
 consumers act as co-authors of brand meaning.  Yet recognition of a brand as a mark and participation in the brand narrative may occur without any volitional decision.  Even preferences for a certain mark can be wholly unconscious.
  

After initial recognition and the investment of some meaning occur, additional investments may follow.  Many of these next investments involve conscious choices.  Once brand identity is established in a consumer’s mind, the cognitive investment may lead to an economic investment.  A consumer may choose to experience the narrative of a brand by purchasing a product or service.  After the purchase, additional value will be invested or withdrawn based on the experience, and that memory may become added to the activation schema associated with the brand.  The particular combination of memories will be unique to each person.  When I see Cheer laundry detergent, I remember my Grandmother giving the biggest box I’d ever seen at a fancy wedding shower.  That memory is more prominent when I see the mark than any recollection of using the product, yet I am drawn to honoring her memory by purchasing it in place of another brand.  In this way, the choice to continue purchasing may lead to investments in brand loyalty, repeat purchases, and additional personal investments, as the brands to which we give our greatest investments become vehicles for affirming values, self-expression and social connections. 

With repeated exposure and use, we assign new attributes to brands and their narrative meaning.  Each consumer knits these symbols into their sense of self, and sometimes they become deeply embedded in personal habits.  If your stomach hurts, you may find yourself looking for the pink bottle, because it has your Pepto-Bismol remedy in it.  If I can rely on my iPhone to download, my email, find movie times or check the weather, I will continue to rely on it for these tasks. The messages communicated by modern trademarks are not limited to simple indications of source and quality.  Strong marks can convey detailed enduring narratives.  The power of brands is much deeper, more personal and lasting than what Ralph Brown described as a brief “pause that refreshes.”

Each person’s investment may affect brand value, but this effect is magnified when the investments are shared.  Collective experiences add layers of meaning so that the mark itself becomes a kind of public source of interpersonal connections.  Brands can be bridges to people we may not have met without the connection facilitated by the brand.  If you walk down the street of a strange town and see someone with a T-shirt that depicts your alma mater, you may feel a genuine personal connection that otherwise would not exist.  If one person shares a brand experience, that experience may significantly effect how brand value is perceived by his friend or even his community.  It may not affect brand value much if one person’s blackberry locks up repeatedly.  But if that person tells a friend or writes a review on the Internet, then others may listen and consider this concern when considering which phone to purchase. If that person is Howard Stern, and he mentions his frustration on satellite radio while millions of his fans are listening, it may have a substantial impact, especially if someone else on the show mentions that their iPhone never locks up.

Recognition of consumer investments in trademark law would give courts cause to broaden their vision of how trademarks function in modern business and culture.  It may also prompt a reexamination of the inclination towards the anti-free riding view of marks.  As trademark disputes arise in new contexts, this model would provide a reminder that trademark mark owners are not the only ones who invested the brand with meaning and made it famous.  Consumer recognition, media reports, reviews, and often, consumer time and effort contribute to the value of a brand.  The extent to which consumers use marks as indicators of quality is open to question but it is clear that consumers use marks for a variety of other purposes as well, including expressive, community building and informational purposes.  

The dynamic of consumer investment should inform trademark jurisprudence by reminding us that consumers have many expressive and informational interests in marks that extend before and after the point of purchase.  Consumers invest marks with meaning and economic value.  As a result of that investment, consumers seize marks as communication devices and use them to express themselves, bond with friends and family, network with new communities and find information on the Internet.  The model of consumer investment creates an opportunity to bring consumer interests back into trademark discourse, and offers a helpful tool for resolving trademark issues in challenging new contexts.  The discussion now turns to practical applications.

III.  Protecting Consumer Investments in Trademarks Through Three Defenses
As trademark protection expands, consumer investment should be adopted as a limiting principle.  Because consumers invest in trademarks, their interests should be considered when trademark disputes are decided.  In some contexts, such as federal dilution, the model of consumer investment may provide support for recent expansion of trademark rights.
  This section, however, focuses on three examples in which consumer investment would justify limiting the expansion of trademark rights.  These examples demonstrate how use of this model could bring consumer interests back into trademark analysis.
  With this limiting principle, trademark law may still continue to expand, but along a principled path that preserves consumer rights to use marks as information tools.  

A. An Informational Tools Exemption Would Preserve Consumer Rights to Use Marks to Find Information and Connect to Communities with Shared Interests
When we think of Internet functionality, trademark law may not be the first thing that comes to mind.  Important issues like net neutrality and copyright protection tend to get more attention.  The resolution of trademark questions in the context of keyword advertising will also significantly affect how well the Internet continues to function as a research tool and social connection platform.

Keyword advertising works as follows.  A consumer types a term into a search engine’s dialog box in order to find relevant websites.  The search engine may find thousands of responsive results.  The order in which site references appear is a dynamic function of the search engine software.  If a link to a website appears near the top, a consumer is more likely to see it, click and visit.  Search engines rank links according to combinations of factors that are proprietary.
  The factors generally include the information that appears on a site, information hidden to consumers but appearing in the site’s metadata, and how widely the site is linked to other sites.
  Some links appear at the top of the list of responsive results because the search engine software ranked them as most responsive to the consumer’s query.  Others are especially prominent– perhaps in a highlighted box at the top or the side-- because the site owner paid for the opportunity to attract consumer attention by participating in a keyword advertising program. Through such a program, someone who sells mobile phones could pay for a prominent spot on the page that will appear when a consumer types “cell phone” into a search engine.

Keyword advertisements provide many benefits.  They facilitate a broad spectrum of social connections and commercial sales.  They help consumers buy and sell things, find product reviews and connect to communities with similar interests. They help retailers and distributors sell their goods, advertise their services and connect with potential customers.  For search engine operators, they are the source of lucrative advertising revenues.
  
Before concluding that this rising tide lifts all boats, we must consider what happens when a keyword is a trademark.  The conflicting interests emerge if we imagine that instead of “cellphone,” the consumer types “iPhone,” an Apple trademark, into the Google Search engine.  The results may look like this:
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This example raises many critical questions for trademark law and policy.  In response to the “iPhone” query, the first sponsored link promotes the competitor’s “Blackberry” phone.  Does Research in Motion, Ltd.
 have the right to use “iPhone,” to divert sales to its site?  Should Apple be able to stop this use of “iPhone” so that only authorized Apple advertisements appear in response to the query?  Does an independent iPhone retail outlet have the right to purchase “iPhone” as a keyword to give it a competitive advantage over other iPhone distributors?  Should the retail outlet have the right to purchase “Blackberry” and “Nokia” as keywords?  If not, should the prohibition apply to descriptive marks as well as the fanciful, arbitrary and suggestive marks that are inherently distinctive?  No clear answer exists to any of these questions.  

These unanswered questions create great uncertainty in trademark practice and inefficiency for businesses and other communities trying to communicate using the cultural and commercial discourse of trademarks on the Internet.  Due to the unsettled state of the law, consumer access to information and comparative advertising is already being compromised.  “Despite inconclusive legal results so far, keyword suits have already caused Yahoo! to pull all comparative, critical, and independent-vendor ads keyed to trademarks; Google has adopted a policy forbidding even such legitimate ads from using the trademark in the ad text.”

The answers that evolve through trademark litigation will have profound consequences for Internet functionality.  Courts and scholars disagree on whether such uses should be permissible or amount to “infringement by search engine.”
  The interests of consumers, distributors and search engine providers generally remain aligned with offering the right and ability to use trademarks as keywords to find information.  However, many trademark owners believe that these profitable advertising programs result in unjust enrichment.  

Anti-free riding discourse is often used to assert that no one but the trademark owner should derive any economic benefit from use of the mark by search engines.  In Rescuecom Corp. v. Google Inc.,
 the plaintiff argued that Google was “selling” Rescuecom’s trademark “to plaintiff’s competitors as a keyword that triggers the competitors’ sponsored links” and that Google was taking a “free-ride” on its good will.
  The issue is too often framed in a way that fuels the anti-free riding view of marks and ignores consumer interests.  In Government Employees Ins. Co. v. Google, Inc.,
 the court indicated that in keyword advertising, “the portals and search engines are taking advantage of the drawing power and goodwill of these famous marks.  The question is whether this activity is fair competition or whether it is a form of unfair free riding on the fame of well-known marks.”
  In 800-JR Cigar, Inc. v. GoTo.com, Inc,
 the court held that offering the mark “JR” as a keyword to a JR competitor was an unlawful trademark use because it “trad[es] on the value of the mark.”
  Applying the anti-free riding view in this context seriously threatens consumer interests in access to competitive information on the Internet.

It is critically important to remember that in keyword advertising cases, it is the consumer who types the mark into the search box.  In doing so, the consumer is using a term she has invested with meaning.  She is attempting to use that investment as a trigger to find additional information.  If even a minimal return is due on the consumer’s investment, it should be received here.  If trademarks are still to promote access to information and fair competition, she should be able to use the mark to find additional information, including competitive products and prices, on the Internet.  Yet, when keyword advertising cases are decided, consumer interests are too often ignored. 
Consumer interests should be present in the analysis of these questions because their resolution will have a direct impact on consumers.  Imagine a family that has invested in the Disney mythology so deeply that they feel compelled to visit Walt Disney World in Orlando, Florida.  If they type “Disney Orlando resort” into a search engine, should they have the ability—even the right—to retrieve results for hotels and resorts owned by Disney’s competitors?  If only Disney properties can appear as sponsored links on the coveted first page of search results, the consumers will be presented with fewer choices, a corporate monopoly on the top sponsored links, and consequently, higher prices for their family vacation.  If Disney can block such use, the trademark, in this context, would serve to create a monopoly on information, a function that cannot be justified in a system that purports to value competition and the availability of truthful information.

In the interest of promoting fair competition, robust Internet commerce, and access to informative speech, consumers are indisputably better off with search results that display competitive products and services, critical reviews and links to sites where they can connect to others and swap experiences.  Consumers should have the right see David Pogue’s review of the iPhone as well as advertisements for competitive products before making a purchasing decision.  Consumers should have the right to view hotels not owned by Disney when they plan a trip to visit a Disney park.  A consumer interested in information about hybrid cars should be able to type “Prius” and find information about fuel-efficient cars made by Toyota’s competitors.  To encourage open discourse and free competition, search engines should have a clear right to provide these informational services.  Preserving the Internet as an environment in which consumers can gain access to comparative information is worth the possibility that some actual confusion might occur.  

If we trust consumers to be able to differentiate brands in physical proximity to each other, we should trust them to do so on the Internet.  The physical presence of a Honda dealership next to a Toyota dealership is not thought to create consumer confusion.  It may, however, increase competition, and draw more traffic to the new Honda dealership and away from its neighbor.  If there is any harm here at all, it is not one that trademark law was designed to remedy.  In deciding the use in commerce cases, it is important to consider the policy implications of trademark owners controlling analogous side-by-side comparisons of competitors in cyberspace.  If trademark law is to continue promoting truthful and informative commercial speech, it should not prevent consumers, from seeing Honda advertisements or information about the Chrysler ENVI prototype in response to a query about a Prius, a Blackberry ad when seeking information about iPhones or a relatively inexpensive hotel near the Magic Kingdom that does not happen to be a Disney property.  The justification for permitting marks to be available and proximate to competitive marks on the Internet is even more compelling because consumers often use marks to locate product or service reviews and to connect with communities that have similar interests or superior knowledge. 

The resolution of keyword advertising questions will directly affect who controls responses to Internet search queries.  Because consumer interests are so directly implicated, they should be considered when these issues are decided.  Yet, in practice, consumer interests have been too often ignored, as the interests of trademark owners are pitted against search engines, their competitors, and sometimes, even distributors of their products and services.  The traditional trademark values of promoting fair competition and providing truthful information to consumers would be substantially thwarted if trademark law is used to limit the ability to use marks as Internet search terms.  Unfortunately, the legal framework in which the keyword advertising cases are being decided does not give consumer interests sufficient deference.  As private litigants and the academy take sides in this debate, the issues are being framed in ways that too often cast consumers to the sideline. 
Mark Lemley and Stacey Dogan offer an attractive solution.  They argue that “trademark infringement should require not only that a defendant be using the mark to promote its own products or services but also that it be using it ‘as a mark’—i.e. to indicate the source or sponsorship of those products or services.” 
  Such a doctrine would stop the momentum of new trademark claims against parties that do not promote products or services in connection with marks.  They argue that without this gate-keeping device, trademark owners could severely limit “legitimate but unauthorized uses of their marks.”
  Some courts have adopted this view.
  Others have taken the opposite approach, unable to find an answer to the keyword advertising question in a “use in commerce” doctrine.
  Graeme Dinwoodie and Mark Janis argue that trademark “use” cannot serve as a gate-keeping device.
  Because trademark law does not clearly provide that “use is commerce” is a jurisdictional limitation, Dinwoodie and Janis think that courts should not read it as one.
  

Neither view of “use in commerce” has resolved the keyword advertising issue.  As Mark McKenna observes, the answer may not lie within current trademark law. 
  As the Ninth Circuit decision in Tiffany v. Ebay illustrates, a court may find that a mark was “used in commerce” for one claim, but not another.
  Another impediment to a one size fits all “use in commerce” theory, is that the term is not used consistently in federal trademark law.  It appears repeatedly, but is defined differently for different purposes.
  Before reading too much into its omnipresence, it is important to remember that it is repeated as a means to ground the federal trademark law in congressional authority.
  How much more meaning should be read into this language remains an open and contested question.
The problem for consumers in cases like 800-JR Cigar, Inc. v. GoTo.com, Inc is not necessarily the loss on the “use in commerce” issue.  Many of these cases may later be won if no confusion is found or on nominative fair use grounds.  Along the way, significant collateral damage occurs to the consumer construct as courts identify a new range of evidence thought to be probative of confusion.  In 800-JR Cigar, Inc. v. GoTo.com, Inc., the court suggested that even if no confusion occurred, the use of a keyword to divert customers to a competitor’s site is “arguably indicative of a likelihood of confusion.”
  Here, an opportunity for comparative shopping was twisted into a device to establish likelihood of confusion. 
Current trademark exclusions have not proved strong enough to protect consumer interests in keyword advertising.  Some precedent indicates that keyword advertising may be considered fair use.
  However, other courts have found that it is not.
  Unfortunately, trademark fair use analysis would leave keyword advertising subject to another malleable consumer construct that could easily be applied in a way that ignores consumer interests.  The nominative fair use exception permits unauthorized references to brands in many contexts.    Judge Alex Kozinski identified three elements that must be proven to succeed in a nominative fair use claim:
First, the product or service in question must be one not readily identifiable without use of the trademark; second, only so much of the mark or marks may be used as is reasonably necessary to identify the product or service; and third, the user must do nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder.

In determining whether keyword advertising would qualify as nominative fair use, the first prong would generally be met because a search engine needs to use the mark to trigger responsive information.  The second may also be proven with relative ease, especially if the search engine displays the mark as a word (omitting design elements) in responsive results.  The third prong, however, requires proof that would raise questions of fact and consumer interpretation.  As in the likelihood of confusion context, the dizzy consumer will be trotted out to show that the use would be viewed as sponsorship or endorsement.  The third prong fits awkwardly, at best, in disputes that arises between a trademark owner and a distributor who has permission to use the mark on its website.
  In such situations, it is strange to conclude that authorized sponsorship or endorsement would be grounds for confusion.  The consumer’s interest in using marks as information tools should not be threatened by such situations in which a trademark owner and authorized vendor failed to address the issue of keyword advertising in their trademark license.

For these reasons, the nominative fair use exception is not ideally tailored to protect keyword advertising.  It contributes to the current state of uncertainty.  If resolution of this issue depends upon whether the context “suggest[s] sponsorship or endorsement by the trademark holder,”
 many more conflicting decisions will make it difficult to know what kind of trademark use exposes keyword advertisers to potential liability.  While well conceived for the news poll in which it was developed, the third nominative fair use factor will prove too unpredictable and malleable to protect public interests in preserving Internet functionality so that consumers can use words they invested with meaning to find what they seek on the Internet.

  Neither “use in commerce” as a threshold requirement or the nominative fair use defense provides a mechanism for balancing the consumer investment in the mark.  Rather, they provide built in opportunities to ignore consumer concerns and traditional trademark foundations.  None of these paradigms adequately accounts for consumer interests in keyword advertising.

Trademark law should support consumer rights to use trademarks in this way.  Search engine companies should not be penalized for providing these research tools.  At a minimum, consumers should be able to use trademarks on the Internet to find information and connect with communities with similar interests.  To the extent that competitors or search engines facilitate such uses of trademarks by consumers, they are promoting the foundational trademark policies of fair competition and access to truthful product information.
In considering proscriptive solutions, it is important to remember that trademark law is deeply rooted in the purpose of promoting fair competition—both for the sake of consumers and the business community.  As the economic value of a trademarks increases and the law recognizes new causes of action to protect these rights, the public’s fair use rights in trademarks must gain in strength so that the purposes trademark law is designed to protect are not lost in an economic vortex of new exclusive property rights.
Keyword advertising raises fundamental issues about the reach of trademark law and the amount of power a trademark owner has to control informational uses of its mark.  The answers should not turn solely on the deciding court’s view of trademarks as a means to protect consumers from confusion and misrepresentation
 or as an inherently valuable asset worthy of protection in itself that should be protected against any unauthorized free-riding or commercial use.
  Neither view provides an appropriate paradigm for analyzing this issue.  Both fail to attach sufficient weight to the harm consumers will experience if they are prevented from using terms they have invested with meaning to find products, services and communities that share their interests.  Both fail to protect the public interest in open commercial discourse on the Internet.  The ability to use marks to find information on the Internet is of such importance to consumers, that this public interest should be weighed in deciding these issues.  Consumer interests in access to information and robust Internet competition justifies tolerating some level of confusion.  Use of marks in search terms should be per se lawful and not vulnerable to defeat by manipulation of the consumer construct.
Congress should modify trademark law to clarify that using a mark to give or receive information through an Internet search engine is fair use.  The substantial economic and intellectual capital consumers invest in trademarks merits, at a minimum, the following return:  consumers should be able to use marks they have invested with meaning as informational tools.  Trademark owners should not be able inhibit such use even if the information tool produces a financial benefit to the operator of a search engine.  If a sale is lost because a mark is used to find a better price or a better product, the harm from the lost sale would be outweighed by the benefits to consumers of promoting competition.  Just as trademark law does not recognize a cause of action for using a competitor’s mark in a truthful comparative ad, it should not prohibit the use of search engines to find comparative information.  In both instances, consumers need to use the mark to find what they seek.  Precedent for this type of safe harbor can be found in the comparative advertising and referential use exclusions that already protect many commercial communications about branded goods and services.
  Without the extension to keyword advertising, both comparative and referential uses are not sufficiently protected.  Congress should add such informational tools to the list of trademark fair uses that are exempt from liability under the Lanham Act.

B. The Defense of Cultural Dilution is Needed to Preserve The Right to Use New Meanings of Terms that Began as Famous Marks 

The practical utility of the consumer investment model is evident when applied to federal dilution protection.  It will generally support such protection, except when the interests of consumers and trademark owners conflict.  Dilution occurs when a mark is used on a new product in a way that will not cause confusion, but diminishes the distinctiveness of a known mark.
  The Lanham Act provides a federal remedy for some acts that are likely to cause dilution of a famous mark.
  The Trademark Dilution Revision Act (“TDRA”), enacted in 2006, specifies two types of dilution that may be the subject of a cause of action:  dilution by blurring and dilution by tarnishment.
  When the public has invested a mark with meaning, that investment may be protected by the mark owner through a dilution claim.  If the Olympic rings were to be used on a strip club or even an amateur sports camp, the unique narrative associated with the symbol may lose its iconic power.  Protecting the distinctiveness of famous marks like the Olympic rings from such blurring or tarnishment would be consistent with the consumer investment model.
  
Sometimes, it is not a single commercial actor, but the general public that attaches new meaning to a famous mark.  In cases of cultural dilution, the public invests a famous mark with new meaning.  It shares some features of dilution as defined by federal law because it does diminish a mark’s distinctive quality through public use.  The change in meaning happens through such broad communication networks, that no one culprit can be held responsible and stopped through a federal or state claim.  Another distinguishing feature of cultural dilution is that although the public assigns a new meaning to the mark, it may still remain distinctive as a mark in its original context.
  In the new context, the trademark owner has lost control.
Examples of marks that were culturally diluted include “911,” “Star Wars,” “Tabloid” and “Spam.”  In the United States, the number “911” evokes an unspeakably sad narrative.  Not long ago, these numbers had much different primary meanings in the nation’s culture.  The Porsche AG Corporation of Germany made the number “911” evocative of its luxury sports cars.
  In 1968, the numbers were selected to serve as a national emergency hotline.
  The tragic events of September 11, 2001, created a new meaning of “911” that Porsche could not stop.  Similarly, as will be discussed in more detail below, Hormel could not stop its “SPAM” mark from becoming a synonym for junk email.  Cultural dilution also occurred when the famous mark “Star Wars” was used to describe President Ronald Reagan’s strategic defense initiative.
  Similarly, the term “Tabloid” evolved from a distinctive medical trademark (1884), into a generic term for a compressed tablet (1903), then a small high performance biplane (1923) and later into a “popular newspaper which presents its news and features in a concentrated, easily assimilable, and often sensational form.”
  All of these culturally diluting uses water down the original marks’ distinctiveness, yet three of the four marks are still used by their corporate owners as trademarks.  A fair use exclusion for cultural dilution would assure that as trademark rights expand, the public would clearly have a positive right to use terms that the culture has invested with new meaning. 
These examples demonstrate that cultural dilution may fall within the definition of actionable dilution in the TDRA.  Dilution by blurring occurs when someone uses a famous mark on unrelated goods or services, and in doing so, “impairs the distinctiveness of the famous mark,” and dilution by tarnishment occurs if the use “harms the reputation of the famous mark.”
 Certainly, the owners of the trademarks “Spam,” “Star Wars” and “911” would be able to offer evidence that common usage has impaired the distinctiveness of each mark. 
In some ways, the phenomenon of cultural dilution is similar to a mark becoming generic. In both contexts, the interests of the consumer and the trademark owner diverge.  Trademark owners want to maintain control over their symbol.  Consumers have wrested that control away by assigning new meaning to the mark.  Yet there is a critical difference.  A mark becomes generic when it loses all source identifying meaning for the product it came to represent.
  A generic term cannot function as a trademark, because as competitors enter the field, the term becomes known, not as a brand, but as a category of new products.
  For example, when all yo-yo toys became known as yo-yos, the term could no longer distinguish those sold by Duncan.
  “Competitors . . . have the right to explain what they are selling, even when their use of the generic term clearly piggybacks on the efforts of the party that first introduced the product.”
  

Cultural dilution works differently.  The public has assigned the mark a new meaning and in the new context the mark owner has lost control over its symbol.  However, when a mark falls victim to cultural dilution, the mark owner has not lost everything.  The mark still retains its ability to serve as a distinguishing source identifier for the goods with which it was originally associated. 
The traditional trademark policies that supported recognition of the generic doctrine also support creation of the proposed cultural dilution fair use exclusion.  Refusing to give trademark status to generic terms is justified by the policy of minimizing consumer search costs and providing a fair playing field for competitors.  “Consumers will be misled if what they believe is a generic term is in fact a product sold by only one company.  And if competitors cannot use the generic term to describe their own products, consumers will incur unnecessary expense in trying to locate the competitors’ versions.”
  Similarly, recognizing cultural dilution would advance consumer’s interests in minimizing search costs and facilitating their natural inclinations to search for products and services using the terms they have chosen to describe them.  Once a famous mark has been culturally diluted, trademark doctrine should recognize it as a dilution exemption so that a business may use it to express the new descriptive meaning the public has assigned to it.
The need for this defense becomes clear after examination of the resources wasted in a futile attempt to stop the cultural dilution of “Spam.”  In the 1930’s Hormel Corporation ran a contest and offered a $100 reward to the person who coined the best trademark for its spiced ham products.
  Kenneth Daigneau coined “Spam” and won $100 for the best submission.
  Fanciful made-up words like “Spam” are the platinum standard in trademarks.  They are generally the easiest marks to protect because they have an inherently distinctive meaning as source identifiers.  In 1963, Hormel registered “Spam” as a trademark for canned meat products and through aggressive advertising, groomed it into a strong distinctive brand. 

The meaning of “Spam” began to change in 1970 after Monty Python broadcast a television comedy sketch in which a woman tried to order breakfast at an inn that featured Spam in every dish.
  She tried to ask for a non-spam meal, but her voice was lost in a loud chorus of “Spam, spam, spam” repeated by the waiter and other guests.
  Early Internet users were alluding to this sketch when they began using “spam” to describe unwanted email that got in the way of more substantive messages.
 

Hormel’s mark has remained a strong mark for canned meat,
 and it has fought hard to preserve its exclusive rights outside the food industry.  It opposed every one of the dozens of federal applications for marks that incorporated “spam” for use in connection with software that filters unwanted email messages.  For example, in 1998, Earthlink tried to register a trademark for an email filter called the “Spaminator,” but abandoned its mark when it was not able to convince the Patent and Trademark office that its use was protected by the “genericness” doctrine or that the term was descriptive.
  A cultural dilution exclusion could have plugged this gap in trademark law, relieving Hormel of the duty to fight a losing battle and allowing Earthlink and others to register marks for junk email filters that incorporate “spam.”  Instead, for years, Hormel was able to stop software providers from registering marks that used “spam” in this new descriptive sense.  Yet its litigation strategy was not able to quash—or even dent—the cultural dilution of its mark.  Dozens of these software products continued to incorporate “spam” in their product trademarks or descriptions.
  Eight of the top ten junk email filters for 2008 incorporate “spam” in their marks.

Finally, the PTO adjusted its policy to permit the Principal Register to reflect the cultural dilution of “spam.”  In 2003, it permitted registration of “Spam Arrest” for software that blocks unsolicited commercial email, and Hormel promptly filed a cancellation proceeding.
  By 2008, at least ten marks for email filters incorporating the culturally diluted sense of  “spam” had been registered.
  One of these marks was “Spaminator” the same mark Earthlink had fought to protect a decade earlier.  NetWave Technologies was granted a federal registration on the mark in March, 2008.
 

Through this example of cultural dilution, it is clear how consumer investment can permit trademark rights to evolve on a principled path that safeguards consumer interests.  Owners of famous trademarks would resist creation of a cultural dilution exclusion, arguing that no one but the trademark owners should profit from an asset it coined and made famous.  Sellers of Internet filters are not profiting from anything created by the trademark owner.  They are, however, being enriched by the consumer’s investment in new meaning for a known term.  Businesses should be free to use this new descriptive meaning created by viral public use.  If trademark law fails to support this use, it will inhibit the flow of truthful commercial discourse.  

Before the Internet, Hormel had much more control over its famous mark, and could generally assure that the narrative surrounding it was carefully managed.  Today such control is impossible. Through viral communications, the Internet community seized “spam” and invested it with new meaning.  The “spam” example illustrates how the public invests marks with meanings—many of which are outside the control of the trademark owner.  

The success of the spam filters in seizing control of this mark may cause some to question why cultural dilution as a defense is necessary.  It is needed to protect the ability to use marks according to new meanings the public invests in them.  Once the public has seized a term and given it a new generic meaning, information efficiencies are compromised if trademark owners block consumers, businesses and advertisers from using the term in its new culturally diluted form.  Interests of judicial economy would also be advanced by recognition of a cultural dilution exemption.  

Some benefits would accrue to mark owners as well.  They will be relieved of the obligation to fight such losing battles.  Under current law, trademark owners have a duty to adopt a litigation strategy like that of Hormel.  Failure to police a mark may result in its loss.
  For any single known use, laches may protect an infringing use if a trademark owner sits on its rights for too long.
  If many uses are permitted, the mark owner risks cancellation by abandonment.
  This duty often forces the hands of trademark owners if they hope to maintain a mark’s value.  Therefore, it is understandable that counsel for Hormel believes it is necessary to stop every registration of a mark that incorporates “spam.”  Recognition of cultural dilution as an exclusion would relieve trademark owners like Hormel from expending resources on the impossible task of policing viral uses of a mark for a new meaning that has spun well outside the trademark owner’s ability to control.  Without it, trademark owners must continue to wage this fight in order to fulfill the duty to police their marks.
Cultural dilution should be recognized as a dilution exclusion so that, when appropriate, trademark law can yield to the reality of consumer power over language.  The TDRA codified numerous exclusions, but none embraces the idea of cultural dilution.
  Descriptive fair use can be used as a shield when a trademark is used only to “describe the goods or services of a party, or their geographic origin.”
  The defense “forbids a trademark registrant to appropriate a descriptive term for his exclusive use and so prevent others from accurately describing a characteristic of their goods.”
  Descriptive fair use would not protect cultural dilution because it applies when a term is used in descriptive text, and is not available when the term at issue is incorporated into another mark.
   Adopting this new exclusion would promote the same interest of providing a safe harbor for commercial speech that accurately describes a characteristic of the goods using a term with which the public is familiar. 
The nominative fair use defense would provide no protection for uses that result from cultural dilution.  As discussed above, nominative fair use occurs if “the defendant uses a trademark to describe the plaintiff’s product, rather than its own.”
  This defense only applies if the famous trademark is used to refer to the products or services of the trademark owner.  In situations involving cultural dilution, a mark is invested with new meaning and is used for an unrelated, often descriptive, commercial purpose.  

Like nominative and descriptive fair use, cultural dilution should be recognized as an exclusion to trademark liability.  If the public invests a mark with new meaning completely different from its use as a trademark, the mark owner has lost its ability to control the mark.  As Judge Kozinsky observed in a case involving a reference to Mattel’s Barbie doll:

“When marks ‘transcend their identifying purpose’ and ‘enter public discourse and become an integral part of our vocabulary,’ they ‘assume a role outside the bounds of trademark law.’ . . . .  In these situations, ‘the trademark owner does not have the right to control public discourse whenever the public imbues his mark with a meaning beyond its source-identifying function.’”

A cultural dilution exclusion would provide a vehicle for protecting the use of marks in new contexts.  Because cultural dilution happens only when the public has invested a symbol with new meaning, it is appropriate to restrict trademark rights in order to recognize the significant consumer investment of new meaning for an old term.
C. The Lexicographic Defense is Necessary to Create A Safe Harbor For Dictionaries to Reflect New or Generic Meanings Invested by Consumers

Expanding trademark rights are creating the perception that trademark owners have standing to demand changes to dictionary definitions of their marks.  This perception threatens lexicographic practices, the resulting quality of educational reference tools, and the extent to which these tools can serve as unbiased evidence of public meaning in trademark matters.  To avoid such harms, trademark law should expressly provide a safe harbor for reference tools so that they may identify when the public has changed the meaning of a term without fear of reprisal from trademark owners.

Standard lexicographic practices require consultation with many sources, and they are not designed to permit any individual’s view of a term to prevail over a broader public meaning.  Dictionaries are designed to set forth “the meanings of words, [and] often illustrates how they are used in context.”
  Most one-volume commercial dictionaries are “synchronic” in that they focus on a narrow band of time that purports to reflect current usage.
  In crafting a dictionary, a word is “first defined according to the class of things to which it belongs, and then distinguished from all other things within that class.”
  To define a word, a lexicographer must distill its meaning from many contexts of “actual usage.”
  A fundamental principle in crafting dictionary definitions is the “priority of essence” which means that “the most essential elements of meaning come first, the more incidental elements later.”
  The crafting of definitions is nearly always constrained by the need for brevity.
  According to these principles, if a trademark has become known in actual usage as an object or service (as opposed to a brand of object or service), “[t]o the lexicographer, the word has become generic and should be included in the dictionary and defined.”
  Once a trademark becomes generic, best lexicographic practices require that the trademark meaning be mentioned only in the term’s etymology.
  

The risk of a judicial determination that a mark has become generic poses a significant threat to trademark owners who have invested substantial resources in a mark.  A dictionary definition is thought to reflect the public understanding of a term.  Therefore, a dictionary definition of a mark as a generic term may be used by a competitor as strong evidence that the mark has in fact become generic, and can no longer be protected under trademark law as a distinctive source identifier.  Dictionary definitions were instrumental in stripping “cellophane” and “yo-yo” of their status as protectable marks. 
 Therefore, trademark owners have strong motivation to demand changes to a dictionary definition that lists their trademark as a generic term.  Trademark owners who learn of such definitions often object in a letter requesting a change so that the terms will be omitted or “entered in capitalized form and identified as trademarks.”

Such threats of litigation may compromise lexicographic standards.  As Sidney I. Landau, editor of the Cambridge Dictionary of American English, explains, 

In the past dictionaries took a distinctly more standoffish approach to trademark owners.  But now that many dictionaries are published by subsidiaries of large corporations, the influence of corporate legal counsel is more apparent.  Large companies have their own trademarks to protect and are naturally more solicitous of those of others.  Often the corporate vice-president overseeing a dictionary publisher cannot understand why the dictionary, which in comparison to the entire corporation is a tiny part, should take any unnecessary risk of legal action.  The dictionary editor must do battle to include any trademarks, and he is under great pressure to distort the facts of usage by entering all such terms only in capitalized form, even though the record may clearly show they are often written in lower-case letters.

Linguists criticize trademark law for failing to recognize the prevalence of public power over the meaning of symbols.  More recognition of consumer power in shaping trademark law and its defenses may provide a framework for refuting this contention.  Some linguists express concern that corporate interests in avoiding damaging dictionary definitions may be trumping the norms of cultural discourse.

If power is defined as authority with greater muscle than is given to others, then law is the obvious winner.  Behind the authority of law is the government.  It has enough muscle to impose physical penalties on those who don’t comply.  It can be the bully on the block if it wants to.  But is legal power so strong that it doesn’t need to pay attention to the power of language and society?  At present, trademark law seems to have the power to ignore the power of other fields, but we are led to wonder if law even knows that other forms of power exist, including those that can help them meet the goals of law.

The consumer investment model can be applied in this context to reinstate balance into trademark law.  Shuy is right to point out that recognizing the importance of meanings invested by the public would serve both lexicographic practice and trademark law.  Like many a bully, the current power of trademark law is overestimated in Shuy’s analysis.  However, given current trends, his fears may be actualized if a limiting principle is not put in place.  

Presently, the Lanham Act does not provide a cause of action for trademark owners who claim that a dictionary
 improperly lists a trademark as a generic term.  Contrary to what current practice may suggest, United States trademark law does not provide a vehicle for stopping a dictionary from printing a generic meaning that a trademark may have acquired through public use.
  Opinions of a term’s meaning cannot be deemed “false representations of fact” under the 15 U.S.C. 1125(a), and dilution has already been rejected as a cause of action against dictionaries.
  Even if a court were to find a valid claim, First Amendment principles and the nominative fair use defense could provide sufficient shields to those using marks for these expressive purposes.
  However, some have suggested such a cause of action should exist in the United States.
  In Europe, a statute has been enacted providing trademark owners with a remedy against those who list strong marks as generic terms.
  
The perception that current law does permit such claims or the desire to avoid time-consuming conflicts with trademark owners may lead lexicographers to give in to the requests of trademark owners.  As Ron Butters points out, “Clearly, lexicographers understand the legal concept of genericness, but they avoid explicitly labeling listed terms as "generic" so as to exempt themselves from what might be construed as the drawing of legal conclusions (thus avoiding the threat of legal action from the trademark owners).”

Trademark law should expressly provide a safe harbor for lexicographers.  Generally, no two dictionary definitions are identical.  First amendment values will be better served if the bad and inaccurate definitions are left to be rejected in the marketplace, rather than regulated by trademark law.  In view of the current pressure trademark owners exert over publishers of dictionaries, courts should exercise caution when deciding how much weight they attach to dictionary definitions.  Unless an express exemption removes this pressure, dictionary definitions should not be considered true proxies for public understanding of a term.  
Public investment in the meaning of a word should, at a minimum, be safe to express in a dictionary, the information tool that is designed to hold a mirror up to our language.  Broader recognition that trademark law should protect the free flow of information and honor consumer investments would give the public the power to define primary meaning in cultural discourse.  A specific fair use defense for lexicographers may not eliminate all private pressure to include trademarked terms in dictionary definitions.  If the lexicographers have mischaracterized a strong mark, trademark owners will continue to call such mistakes to their attention.  But where trademark references are inappropriate by lexicographic standards, a fair use safe harbor would enable publishers who choose not to bow to such pressure to preserve the integrity of their lexicographic process free from fear of litigation.  This freedom will result in the creation of information tools that accurately reflect meanings created through public use.

IV. Conclusion 
Trademark law should not be permitted to expand in ways that compromise the ability of consumers to use marks to find information.  Getting the power equation right is important. Works protected by copyrights and patents eventually fall into the public domain.  Trademarks, if carefully tended, can last forever.  The stronger and more famous they become, the greater protection the law provides.  Therefore, as trademark rights expand for all marks, it is especially important to reflect upon the appropriate quid pro quo necessary to preserve consumer interests.
Recent trends in trademark law threaten the traditional policies underlying trademark protection: providing consumers with truthful information and promoting fair competition.  In order to preserve these policies and to correct for the indefensible consumer construct, trademark matters should take into account the fact that consumers invest marks with meaning and value.  Trademarks are created by corporations and introduced to the public through advertising campaigns.  But not all marks succeed.  Trademarks do not become economically valuable unless consumers invest them with meaning.  Only after consumer investments of attention, time and money, do they become vast dynamic narrative repositories.  The risk of taking advantage of the tide that raises your boat, is that someday the waters may recede.  Trademark law should not provide a vehicle for ignoring such realities or pretending they do not exist.  New meanings invested by the public should be honored.  When a mark is culturally diluted, it should be available for use in connection with new commercial products just like any other descriptive word.  If a mark becomes generic, lexicographers should know that they are free to indicate the change in meaning.  The return on consumer investment should, at a minimum, include trademark exemptions for use of marks as information tools.
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