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I.    INTRODUCTION 

 In the late 1940’s, inventor John T. Graham sought to develop 

a device whereby a chisel plow used for aerating soil maintained 

its durability amidst the wear and tear caused by large rocks 

and soil.1 Graham’s chisel plow patent2, which was granted in 

1960, describes a clamp intended to protect the plow from 

breaking over time due to strong vibrations during use.  

 Graham’s inherent right to patent such an invention is 

granted by the United States Constitution, which seeks “[t]o 

promote the Progress of Science and useful Arts, by securing for 

limited Times to Authors and inventors the exclusive Right to 

their respective Writings and Discoveries.”3 This constitutional 

protection still exists today, though inventors often struggle 

to comply with our federal court system’s interpretations and 

enforcement of this right.  While Graham’s invention sparked a 

major change in the agricultural world, the shockwaves from the 

controversy surrounding his patent had a far greater impact on 

the intellectual property world, where a simple shock absorption 

device would lead to a redefining of the obviousness requirement 

to patentability forever.4 

 It remains unclear as to whether the policies implemented to 

effectuate the constitution’s intent with regards to an 

inventor’s rights are served by our judicial system. Within the 

limits of the constitutional grant, Congress has broad 
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flexibility "to implement the stated purpose of the Framers by 

selecting the policy which in its judgment best effectuates the 

constitutional aim.”5  An inventor’s right to patent an invention 

derives from Title 35 of United States Code, which requires that 

an invention be novel6, [useful]7, and nonobvious.8 A patent may 

not be obtained if the differences between the subject matter 

sought to be patented and the prior art are such that the 

subject matter as a whole would have been obvious at the time 

the invention was made to a person having ordinary skill in the 

art to which the subject matter pertains.9 Of the three 

requirements of Federal Code (35 U.S.C. §§101-103; novel, 

utility, nonobvious), legal scholars often consider the 

nonobvious requirement as the most difficult to meet and 

comprehend, due to its subjective nature.10   

 In the landmark case, Graham v. John Deere, spurred by John 

T. Graham’s shock absorption device, the Supreme Court developed 

a test for obviousness, which was to be determined by: 1) the 

scope and content of prior art, 2) the difference between the 

prior art and the claim at issue, and 3) the level of ordinary 

skill required in the field to which the subject matter of the 

invention pertains.11 The Court also considered secondary 

factors, such as commercial success, long felt but unsolved 

needs, failure of others, etc., which may be utilized in 
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shedding light on the circumstances surrounding the subject 

matter of the patent.12   

 Graham is seen by many as the first case to truly outline the 

requirements of Section 103 of the Patent Act by creating an 

established objective standard for obviousness by using the 3-

factor test.13  Despite a primitive objective standard in Graham, 

The United States Court of Appeals for the Federal Circuit 

(hereinafter , “Federal Circuit”) has strayed away from the 3-

factor test in favor of the “Teaching, Suggestion, Motivation” 

test (hereinafter “TSM test”), 14  which is used to determine if 

two or more prior art references can legitimately be combined 

during the § 103 obviousness inquiry. 15 The TSM test requires 

that a patent is not obvious over prior-art references unless 

there is an explicit teaching, suggestion, or motivation to 

combine those references.16  The Federal Circuit traditionally 

applies the TSM test to resolve the obviousness question in a 

more uniform and consistent manner.17  The TSM test also protects 

against the hindsight bias left open by Graham because it forces 

an inventor to indicate a motivating factor or factors from 

prior art.18 A hindsight analysis, on the other hand, may make 

the combination of prior art seem inevitable.19 However, there is 

confusion between the Federal Circuit’s TSM test and the Graham 

3-factor test for obviousness because the Graham test does not 

require motivation or suggestion to combine prior art.20  To this 
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day, the test for determining obviousness remains both 

subjective and unclear.  

 

II. HISTORY AND INTERPRETATION OF 35 U.S.C. § 103 

The first patent statute was enacted in 1790, requiring 

only that a patent be “useful and important.”21 This statute was 

abandoned in place of a series of legislative acts and case law 

that failed to directly address an obviousness requirement.22  In 

fact, until 1952, patentability only explicitly required novelty 

and utility.23 Despite a general avoidance from addressing 

“obviousness” as a set requirement, in 1853, the Supreme Court 

held that new patents could not be upheld if their construction 

required no more than the ''skill ... possessed by an ordinary 

mechanic acquainted with the business.”24 The fear of hindsight 

contributed to the obviousness void in patentability at the 

time, as is evident from Diamond Rubber Co. v. Consolidated 

Rubber Tire Co. (1910), where the Court offered an extensive 

skepticism regarding perception of an invention after the fact.25 

Thirteen years later, in Eibel Process Co. v. Minnesota & 

Ontario Paper Co. (1923), the Supreme Court offered a subjective 

standard for the patentability of an invention by suggesting 

that the subject invention could consist of the discovery of the 

source of the problem even when the solution to the problem 

involves only a slight change.26 Over the next twenty years, a 
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myriad of patents were rejected or found invalid based on 

nonobvious grounds and “lack of invention.”27 This time period of 

patent rejection was also marked by examiners paying close 

attention to secondary considerations as a sort of “tiebreaker”, 

and the nexus between the secondary considerations and existence 

of invention or nonobviousness.28   In Great Atlantic & Pacific 

Tea Co. v. Supermarket Equipment Corp. (1950),  the Supreme 

Court’s opinion transitions into the 1952 Patent Act when it 

offered: “Courts should scrutinize combination patent claims 

with a care proportioned to the difficulty and improbability of 

finding invention in an assembly of old elements. The function 

of a patent is to add to the sum of useful knowledge. Patents 

cannot be sustained when, on the contrary, their effect is to 

subtract from former resources freely available to skilled 

artisans.”29 

Congress finally created the Patent Act in 1952, seen as 

harsh on patent seekers at the time,30 which prohibited obtaining 

patents ''if the differences between the subject matter sought 

to be patented and the prior art are such that the subject 

matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art 

to which said subject matter pertains.”31  

Less than two decades after the Patent Act of 1952 was 

drafted, The Supreme Court of the United States made a series of 
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landmark decisions affecting obviousness, beginning with Graham 

v. John Deere in 1966.32  In Graham, the Supreme Court adopted 

its three-part test in an effort to raise the standard for 

patentability, and also allowed for secondary considerations to 

be utilized to give light to the circumstances surrounding the 

origin of the subject matter sought to be patented.33 However, as 

an ancillary fourth part to the test, the court implements 

secondary considerations, such as commercial success, long felt 

but unsolved needs, and failure of others.34 During this period 

of time, where United States v. Adams35 and Calmar v. Cook 

Chemical36 were also litigated, courts began to strike down 

patents for failing to meet the nonobvious requirement. 

Following Graham, patents were still encouraged, 37 but a set 

standard of obviousness was not developed in the years following 

that case.  

Meanwhile, while the Supreme Court had been applying 

Graham, the Federal Circuit Court of Appeals was consistently 

applying its own test to patents pending invalidity on the basis 

of obviousness in light of a combination of prior art 

references.38  This test evolved from a mere requirement than one 

show “a suggest[ion] to the mind of an ordinary skillful 

mechanic.”39  The Federal Circuit test, now known as the 

“Teaching, Suggestion, Motivation” test, or “TSM” test, never 

took the place of the Graham factors, yet the Federal Circuit 
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has often ignored Graham in obviousness analyses.40  The TSM test 

requires a patent examiner (or accused infringer) to show that 

some suggestion or motivation exists to combine known elements 

to form a claimed invention.41 The TSM test is utilized by the 

Federal Circuit to determine whether multiple prior art 

references can legitimately be combined during the § 103 

inquiry.42 The TSM test does not play a role when the contended 

prior art is a single reference and thus, no need for a 

motivation to combine references.43 The premise behind the TSM 

test is to properly reason exactly why an invention is 

considered obvious, thus eliminating hindsight. However, Courts 

have often applied this test separately from Graham, creating no 

single standard for measuring obviousness.  

There are multiple problems with the TSM test. One major 

problem is that it has not been uniformly adopted by all federal 

courts, and when the TSM test is applied there are often 

multiple variations. For example, in KSR v. Teleflex, the 

Supreme Court applies an “expansive and flexible” approach to 

the TSM test.44 The TSM test has historically been perceived as a 

requirement that a patent is not obvious over prior-art 

references unless there is an explicit teaching, suggestion, or 

motivation to combine those references.45 However, KSR v. 

Teleflex generates a more flexible standard, whereby a patent 

may be invalidated on the basis of an “obvious to try” 
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standard.46 Therefore, the Court made it easier for Patent and 

Trademark Office (PTO) examiners to support obviousness 

rejections and for alleged infringers to invalidate patents 

based on obviousness. 

 Secondly, the TSM test only applies to circumstances 

involving a combination of prior art references.47 This means 

that in cases where an accused infringer has a patent that is 

obvious in light of only one prior art reference, a separate 

standard must be applied. As a result, our court system has not 

identified a uniform standard of application when it comes to 

invalidating a patent on the basis of obviousness. 

Not until 40 years after Graham, in KSR v. Teleflex, did 

the Supreme Court substantially readdress and alter the obvious 

standard in an attempt to clarify a standard with some 

significant authoritative value.  In KSR, Appellant, KSR 

International Co. (hereinafter “KSR”) is the patent48 holder of 

an adjustable pedal system for cars with cable-actuated 

throttles.49  KSR also created an adjustable pedal system for 

trucks by using computerized throttles, making use of a modular 

sensor.50 Appellee, Teleflex Inc., is an exclusive licensee of 

the Engelgau patent51, which discloses and claims a position-

adjustable pedal assembly and an electronic pedal position 

sensor that is attached to a fixed pivot point.52  
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Teleflex sued KSR for infringement of their patent after 

hearing of KSR’s pedal system, to which KSR defended that claim 

4 of Teleflex’s Engelgau patent53 was invalid under § 103 of the 

Patent Act.54   The United States District Court for the Eastern 

District of Michigan granted summary judgment for KSR on 

obviousness grounds.55 In granting summary judgment, the District 

Court applied Graham and found little difference between the 

prior art teaching and claim 4 of the Teleflex patent.56 The 

District Court also reasoned that the Asano patent, 57 the prior 

art in question, taught everything in claim 4 other than the use 

of a sensor to detect the pedal’s position and transmit it to a 

computer that controlled the throttle.58 Nevertheless, that 

untaught technology was available in other technologies, such as 

the ‘068 patent and in sensors used by Chevrolet.59 This 

triggered the application of the TSM test, where the District 

Court finally reasoned that given the state of the industry, 

combining electronic sensors with adjustable pedals is 

inevitable.60  

On appeal, the United States Court of Appeals for the 

Federal Circuit reversed the District Court’s ruling, in finding 

Teleflex’s claim 4 of the Engelgau patent nonobvious in light of 

prior art.61 The Federal Circuit Court found that the District 

Court failed to strictly apply the TSM test, and reasoned that 

the District Court “failed to make findings as to the specific 
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understanding or principle within a skilled artisan’s knowledge 

that would have motivated one with no knowledge of the invention 

to attach an electronic control to the Asano assembly’s support 

bracket.”62 In reversing the District Court’s summary judgment 

finding, the Federal Circuit court held that the prior art 

patents would not have led a person of ordinary skill to put a 

sensor on an Asano-like pedal.63 The Federal Circuit Court also 

noted that whether or not the combination of prior art 

references was “obvious to try” was irrelevant.64   

In 2007, The Supreme Court of the United States granted 

certiorari, reversed and remanded the Federal Circuit Court’s 

decision, and held that Teleflex’s patent was invalid and 

obvious in light of prior art.65 In their holding, the Supreme 

Court addressed a myriad of factors that would forever change 

the landscape the obviousness requirement to patentability. The 

Supreme Court, consistent with the District Court, noted that 

the proper inquiry was “whether a pedal designer or ordinary 

skill in the art, facing the wide range of needs created by 

developments in the field, would have seen an obvious benefit to 

upgrading Asano with a sensor.”66 The Supreme Court, in reversing 

the decision of the Federal Circuit Court and finding claim 4 

obvious in light of prior art references, also noted that a 

patent claim may be proven obvious by merely showing that the 
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combination of prior art elements was obvious to try, thus 

confirming a more flexible approach to the TSM test.67 

 Finally, less than 6 months after the Supreme Court holding 

in KSR v. Teleflex, the Federal Circuit had an opportunity to 

readdress the “flexible approach” to the TSM test in Leapfrog 

Enterprises, Inc. v. Fisher Price Inc.68 In this case, the claims 

at issue related to children’s interactive learning devices.69 

Here, Leapfrog sued Fisher-Price, claiming that Fisher-Price’s 

PowerTouch product infringed claim 25 of the ‘861 patent,70 which 

relates to a learning device that aids young children in reading 

phonetically.71 In Leapfrog, the United States District Court for 

the District of Delaware found the accused PowerTouch device as 

noninfringing because the PowerTouch could not practice the 

selection of a depicted letter because it only allowed the 

selection of words rather than letters.72 In addition, the 

District Court found that claim 25 was invalid as obvious in 

light of the combination of the Texas Instruments Super Speak 

and Read device (SSR reader)73 and the knowledge of one of 

ordinary skill in the art, as represented by the testimony of a 

Fisher-Price technical expert.74  

 On appeal, Leapfrog argued that the PowerTouch does in fact 

allow choosing a depicted particular letter because in some 

cases, each letter of a word corresponds to a different cross-

point.75 In analyzing this technology, the Federal Circuit Court 



Redefining Obviousness 
Aaron Davis 

 14 

noted that an obviousness determination is not the result of a 

rigid formula that is disassociated from the facts of the case, 

as the common sense of those persons skilled in the art 

demonstrates why some combinations would have been obvious and 

others would not.76 The Federal Circuit Court, consistent with 

KSR, found that the combination of familiar elements according 

to known methods is likely to be obvious when it does no more 

than yield a predictable result.77 As a result, the Court found 

that claim 25 of the ‘861 patent is obvious to one skilled in 

the art to combine the SSR reader with a Bevan device,78 an 

electro-magnetic learning toy.79 The Court found that claim 25 of 

the ‘861 patent is merely a Bevan device that had been updated 

with modern electronics common at the time of the alleged 

infringement.80 Finally, the Federal Circuit Court, in affirming 

the decision of the District Court, found that claim 25 of the 

’861 patent is a mere obvious combination of the Bevan device, 

the SSR patent, and a “reader,” which is a  device well-known at 

the time of the invention.81 Thus, while the subject inventions 

are distinctly different, neither KSR nor Leapfrog applied the 

TSM test strictly. 

 

III. THE SUBJECTIVITY AND IMPACT OF KSR 

 

 The standards of patentability have been modified over the 

last six decades, from the enactment of the 1952 Patent act, to 
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Graham in 1966, and KSR in 2007.82 At the forefront of these 

modifications and controversies is the obviousness requirement, 

which has been called the “final gatekeeper of the patent 

system.”83  However, Federal Circuit Courts and the Supreme Court 

o the United States have struggled to find a standard of law 

that appeases the rights granted by Article I, clause 8, of the 

United States Constitution.84 KSR demonstrates this problem in 

three distinct ways: 1) The test for obviousness is unclear, 2) 

The test for obviousness is inconsistent, 3) The test for 

obviousness is overly subjective and does not grant patent 

holders proper patent protection by limiting their rights to sue 

potential infringers for fear of an invalidity defense based on 

a low threshold of obviousness.85 

The Supreme Court in KSR suggests that there is not 

necessarily an inconsistency between the TSM test and the Graham 

test, the inconsistency being the application of the “flexible 

approach” to the TSM test without regard to Graham. 86  However, 

The Federal Circuit’s “flexible” TSM test ignores the dictates 

of Graham, and the patent bargain itself, by setting the 

standard for patentability artificially low and ignoring the 

“person having ordinary skill in the art.”87  Thus, inconsistent 

with the aim of the Graham test, the Supreme Court in KSR has 

probably made it easier for a patent to be invalidated as 

obvious, both in litigation and during the patent application 
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process.88 This might make it more difficult for patent 

applicants, including start-up companies, to obtain patents 

because PTO examiners will have greater flexibility in making 

obviousness rejections without satisfying a rigid TSM test.89  

KSR may have also facilitated invalidating a patent during 

litigation because courts and juries now have the same increased 

latitude in invalidating a patent based on obviousness. 

Nevertheless, the TSM test sets out to show that just because 

each element of a claim was known in prior art does not render 

an invention obvious.90  There must be a reason for one skilled 

in the art to combine those independent elements in order for 

obviousness to exist.91 For example, in Leapfrog, the Federal 

Circuit Court indicated that the reason that one skilled in the 

art might add a “reader” to the Bevan/SSR combination would be 

to provide an added benefit and simplify the use of the toy for 

the child in order to increase its marketability.92  

 When KSR attempted to invalidate Teleflex’s claim 4 as 

obvious, the Supreme Court concurred with The District Court 

ruling that the Engelgau design was obvious to a person of 

ordinary skill in the art to combine the Asano patent with a 

pivot-mounted pedal position sensor, thus reversing the Court of 

Appeals’ approval of the rigid TSM application.93 The question of 

ordinary skill refers to whether a pedal designer of ordinary 

skill in that particular art, facing needs created by 
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developments in the field, would have seen an obvious benefit to 

upgrading the Asano patent with a sensor.94 The problem here is 

that this test appears to incorporate an excessive amount of 

common sense and does not set a true standard for the 

application of what one skilled in the art would know or “would 

have seen.”  

 One of the major problems with the TSM test before KSR  is 

that it made invalidating patents as obvious more difficult, 

which posed a threat to those seeking new patents on their 

inventions.95 The rationale for this suggests that because the 

current “flexible” TSM test for obviousness only requires that 

one skilled in the art find a combination as “obvious to try” 

rather than requiring an explicit teaching, suggestion, or 

motivation to combine references, accused infringers are now 

able to show that one skilled in the art would have seen an 

obvious benefit to combining prior art references without 

actually having to point to an explicit teaching, suggestion, or 

motivation.96 Thus, the recent compliance with the “teaching, 

suggestion, motivation” test has not completely inhibited those 

seeking invalidation from attaining their goal.97 This is because 

the motivation may stem from general knowledge known to one 

skilled in the art or the motivation may be implicit in the 

prior art itself.98  
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  The rationale for the TSM test is that it protects against 

the bias of hindsight in a patent analysis. Hindsight bias 

arises when a new invention enters the market and is viewed as 

more obvious in light of prior art, especially without a 

motivation to combine prior art elements.99 In KSR, for the first 

time, the Supreme Court of the United States swayed from the TSM 

test that the Federal Circuit Court adopts, but did not strictly 

follow the Graham factors.100  The Supreme Court in KSR created 

its own test that applied the TSM test in a more flexible 

fashion.101 The District Court and the Supreme Court of the 

United States both believed that the test should concern 

“finding[s] as to the specific understanding or principal within 

the knowledge of a skilled artisan that would have motivated one 

with no knowledge of [the] invention’ . . . to attach an 

electronic control to the support bracket of the Asano 

assembly.102  

 The Supreme Court in KSR also analyzed precedents, including 

a 1976 case which sets the stage for obviousness and the 

combination of prior art.103 In Sakraida, the Court held that 

when a patent “simply arranges old elements with each performing 

the same function it had been known to perform” and yields no 

more than one would expect from such an arrangement, the 

combination is obvious.104  
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 In KSR, the Supreme Court noted the errors made by the Court 

of Appeals, including 1) the idea that courts and patent 

examiners should only look to the problem the patentee was 

trying to solve,105 2) assuming that a person of ordinary skill 

attempting to solve a problem will be led only to those elements 

of prior art designed to solve the same problem,106 3) a patent 

claim cannot be proved obvious merely by showing that the 

combination of elements was “obvious to try,107 and 4) failing to 

recognize the potential for hindsight bias.108 Finally, the 

Supreme Court in KSR affirms the decision by the District Court 

in finding that a person having ordinary skill in the art (pedal 

assembly) “could have combined Asano with a pedal position 

sensor in a fashion encompassed by claim 4, and would have seen 

the benefits of doing so.109 

Currently, the TSM test is still good law, but courts use a 

more flexible approach in its application. The first sign of 

consistency came in Leapfrog, the Federal Circuit case following 

KSR, where the court applied the flexible approach to the TSM 

test and found that the inventor’s modification of prior art was 

“not uniquely challenging or difficult for one skilled in the 

art,” and thus invalid as obvious.110 The underlying problem in 

KSR is not necessarily in the court’s conclusion of patent 

invalidity. The problem in KSR is that the court’s standard of 

application leads other courts to apply their own test. It is no 
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wonder that the Court in Leapfrog felt no need to contradict or 

overrule the decision in KSR. The flexible approach to the TSM 

test is so broad that it allows subsequent Courts to reinvent 

the law each time and circumvent KSR. Thus, not only is the TSM 

test different in each case, depending on what would be “obvious 

to try” to one skilled in the art, but each time a Court applies 

their own standard, it creates new precedent that generates even 

more inconsistency. Therefore, the inconsistency problem, 

inherently bad by itself, continues to regenerate each time a 

patent case is decided on obviousness grounds where a 

combination of prior art elements is at issue. 

Since the inception of Graham in 1966, federal law has 

struggled to find a consistent rubric for obviousness.111 In 

fact, the aberration from the TSM test has drawn negative 

skepticism from critics who believe that decades of Federal 

Circuit decisions relying on this test will be tainted by a new 

standard for obviousness.112 Before KSR, many believed that the 

Federal Circuit had been pro-patent, particularly with respect 

to obviousness issues, because it attempted to resolve patent 

issues with consistency and uniformity by utilizing the strict 

TSM test on obviousness issues.113 

  In the name of preventing hindsight bias, the courts have 

denied judges the ability to use common sense and rationality to 

determine the weight of the obviousness evidence before them.114 
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Even with the revolutionary decision in KSR, courts resist 

abandonment of the Graham factors and have yet to abandon the 

TSM test, despite altering its application. A major effect of 

the flexible approach to the TSM test is that it allows 

potential infringers to defend themselves by invalidating claims 

as obvious in light of prior art.115  The KSR flexible approach 

to the TSM test places patent holders at risk for invalidation, 

which would dissuade the patentee from pursuing an otherwise 

viable infringement claim. As a result,  “patent trolls” have 

recognized that, with the nonobviousness standard artificially 

low, the probability of gaining approval for a patent on an 

obvious innovation is quite high, especially since it is the PTO 

examiner who bears the burden of finding the specific 

“suggestion” document, not the patent applicant.116  

 Now that federal case law has begun to show some consistency 

in that regard117, the landscape of patent law changed, all in 

the effort “[T]o promote the Progress of Science and useful 

Arts, by securing for limited Times to Authors and inventors the 

exclusive Right to their respective Writings and Discoveries.”118 

However ss the Supreme Court has recognized,119 one of Congress' 

stated objectives in creating the Federal Circuit was "to reduce 

the widespread lack of uniformity and uncertainty of legal 

doctrine that exist[ed] in the administration of patent law."120 

KSR has failed to provide a solution to this predicament.  
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 The KSR model is inconsistent and subjective because it 

offers an interpretation of 35 U.S.C. §103 that prevents 

patentees from truly understanding the requirement of the law. 

As such, inventors constantly expose themselves to patent 

invalidation claims from potential infringers. An additional 

criticism of this test is that when spurious patents issue, they 

quickly lend themselves to use as weapons against legitimate 

innovators instead of the properly applied exclusionary grants 

they were intended to be.121 This trend, which increased as a 

result of KSR, has led many victims of the flexible KSR approach 

to lobby for limits on damages resulting from infringement 

suits.122  

Presently, the standard for obviousness is complicated and 

subjective. As such, it would make little sense to incorporate a 

new test that is more subjective in giving courts leniency to 

adopt their own interpretations of what “obviousness” means.  A 

potential solution to the problems posed by a subjective test 

such as the flexible approach to the TSM test, adopted by KSR 

and Leapfrog, is to incorporate a more comprehensive objective 

test. This comprehensive test should also make it possible for 

inventors to gain patents while protecting themselves from 

infringers without fear of defensive invalidity claims. 

This may be accomplished by combining the Graham 3-part 

test with the standard TSM test used by the Federal Circuit 
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before the inception of KSR. Thereafter, one who makes an 

invalidity claim will have a certain period of time to develop 

the relevant claims by using prior art. By doing this, courts 

can avoid contradicting precedent and may apply a standard for 

measuring obviousness without the subjectivity of Graham or the 

unclear flexible approach to the TSM test proposed by the 

Supreme Court of the United States in KSR.  

 

 

V. A HYBRID MODEL FOR OBVIOUSNESS 

 

 The hybrid model for obviousness incorporates the standard 

TSM test (not the flexible approach to the TSM test; “teaching, 

suggestion, and motivation” to combine references”) and 1) the 

scope and content of prior art, 2) the difference between the 

prior art and the claim at issue, and 3) the level of ordinary 

skill required in the field to which the subject matter of the 

invention pertains. The test also includes secondary 

considerations, such as those posed by Graham, because that 

increases the objective nature of the test.123 By including 

secondary considerations to determine motivation to combine, the 

test would allow courts less flexibility in ignoring 

authoritative tests and gives less freedom to Federal Courts in 

creating their own models for obviousness.  
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 When applied to a potential patent invalidity defense, the 

hybrid test will first apply Graham by evaluating the background 

of the art, the skill required in the field of the subject 

invention, and the differences between the claim and the prior 

art. While this is not effective on its own, it flushes out 

clearly invalid patents and provides a basis for further 

analysis. Next, the Court will determine if there is any 

teaching, suggestion, or motivation for one skilled in the art 

to combine references. There will be no implementation of what 

is “obvious to try” or what one of ordinary skill in the art 

should know having never seen the invention. There must be a 

clear and explicit teaching, suggestion, or motivation to 

combine references.   

 On its face, this test seems to incorporate exactly the 

test which was in place prior to the Supreme Court decision in 

KSR. The reason for the reversion back to the older test is to 

eliminate some of the subjectivity of the “obvious to try” 

language that the “flexible” TSM test incorporates. The 

difference will be in the timing and the application of the 

patent process. The new test will give a patentee the right to 

have the United States Patent and Trademark Office reveal the 

claim or claims of an invention without revealing the method by 

which the invention is produced. Thereafter, the party 

contending the patentee’s patent validity must recreate the 
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claims and reduce the invention to practice based on the 

combination of relevant prior art. More simply, there will be a 

grace period whereby others will have an opportunity to recreate 

the claims of the invention from prior art technology. If the 

claims are able to be recreated and reduced to practice, then 

the patent will be invalid as obvious. If not, then the patent 

is a novel concept that likely deserves patenting. However, 

before recreating the claim and reducing to practice, the party 

claiming invalidity must still first make an obviousness showing 

based on the strict TSM test and the Graham factors. More 

simply, an inventor making an invalidity defense based on the 

combination of prior art must first meet the requirements of the 

strictly applied TSM test and the Graham factors. If the subject 

patent is invalid in light of the combination of prior art, the 

inventor must still recreate the claim or claims of the patent.  

Even if this test were to be shown effective in cases of 

nonobvious, it is not entirely objective, as it remains unclear 

whether or not a completely objective test is even possible.124 

One way to make the test more objective is to apply industry-

specific patentability controls. However, this would pose a 

problem when subject matter involves components from different 

industries. The idea behind this is that it may take more time 

to develop certain inventions than it takes for others. For this 

reason, the grace period created by the courts should be 
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somewhat flexible, though courts should recognize a general 

applicability of grace periods to particular fields of science. 

For example, an invention based on biomedical engineering and 

the mixture of solutions may take far more time to develop than 

one based on structural engineering and the combination of parts 

in machinery. One method of assessing the appropriate allowable 

grace period is to solicit the opinions of those skilled the 

relevant art. While this seems to reintroduce subjectivity back 

into the test for obviousness, it is far less subjective to ask 

one skilled in the art how long the creation of a patent might 

take than it to ask whether or not a combination prior art is 

“obvious to try.” 

This test could be applied to both KSR and Leapfrog, where 

the contended issue was invalidity based on obvious combinations 

of prior art patents or devices. In KSR, the burden would be on 

KSR to create the necessary claims in Teleflex’s pedal system. 

Thus, KSR would have to do so by creating claim 4 of the 

Engelgau patent from the combination of the Asano patent, the 

‘068 patent, and sensor technology used by Chevrolet. One 

skilled in the art of adjustable pedals would assess an 

appropriate grace period for the creation and reduction to 

practice of the claim. Finally, if KSR was able to create the 

claim and reduce to practice, then Teleflex’s patent would be 

invalid. However, in this case, because the strict TSM test is 
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applied, as the Federal Circuit Court applied the strict TSM 

test, Teleflex would lose the case even before recreation of 

claims is addressed. 

Similarly, in Leapfrog, Fisher-Price would first have to 

meet the strict TSM test, which it never originally applied 

because both the Federal Circuit Court of Appeals and the 

District Court both applied the “flexible approach” to the TSM 

test. Nevertheless, Fisher-Price would first have to show that 

claim 25 of the ‘861 patent is obvious in light of the 

combination of the SSR reader, the Bevan Device, and a commonly 

available “reader” device. If Fisher-Price was able to show 

obviousness in this regard while complying with the strict TSM 

test and Graham factors, they would then have to recreate the 

claim of the ‘861 patent within a specified grace period.  

By using this test, Courts will eliminate overly simple 

patents that probably do not deserve protection in the first 

place. However, this test will create a premium on patent 

holders to keep their patents confidential and secret. In 

addition, this test could create problems with complicated 

patents that are uncomplicated to recreate once claims are 

revealed. Once again, this test is not completely objective, but 

it shows promise because it places a high standard on what 

deserves to be patentable and it protects patent holders from 

frivolous invalidity defenses. Also, by making these changes to 
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the law, patent trolls will more likely be deterred from 

engaging lawsuits and settlements that limit and impair public 

access to inventions.125  

  

V. CONCLUSION 

 

 Over the last three centuries, lawmakers have attempted to 

carry out the intent of the Framers of our constitution by 

protecting the rights of inventors seeking patents. In 

interpreting § 103 of the Patent Act, our judicial system has 

encountered great difficulty in defining obviousness. Even after 

Graham v. John Deere, federal courts created their own standards 

by using “teaching, suggestion, and motivation.” In 2006, the 

United States Supreme Court sought to put and end to the 

controversy by setting forth a flexible approach to the TSM 

test, which does not contradict Graham. However, KSR was unclear 

and was so subjective that subsequent courts were hesitant to 

overrule the decision, instead creating their own means of 

testing obviousness within the broad constraint of KSR.  

 Our judicial system is set forth so that precedent is 

followed and authority means more than a mere relaxed 

interpretation. At least with an objective test, courts will not 

waiver as to what the law states. An effective solution to the 

obviousness dilemma is to create a hybrid test, which eliminates 
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the hindsight bias and offers a fair result to both patent 

holders and potential patentees.  

 The hybrid test incorporates the Graham 3-part test and the 

strict TSM test adopted by the Federal Circuit Court in KSR. 

Subsequently, the test will require an inventor to recreate the 

claims of the subject patent from the relevant combination of 

prior art, but within a specified period of time. This test, as 

applied to the same landmark cases and fact sets, is likely to 

produce different results because patent holders will be better 

protected. In doing so however, the test eliminates much of the 

confusion in achieving those results and provides a basis for 

making future decisions without reinventing the law. In KSR, the 

Supreme Court analyzed the invalidity defense claim against 

claim 4 of Teleflex’s patent by closely looking at prior art 

such as the Asano and Engelgau patents. In doing so, the court 

found claim 4 to be obvious in light of prior art. The 

subjectivity of the flexible approach to the Federal Circuit TSM 

test avoided problems posed by hindsight bias, but exposes 

Courts to a bevy of litigation and exposes patentees to patent 

trolls seeking to reap the benefits of a weak legal grounding.  

 The hybrid test is not an impeccable, impenetrable legal 

test of obviousness. However, its application would produce 

consistent results. More importantly, its application would 
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necessitate consistency in subsequent cases, where a Court might 

otherwise look to reinvent the law.   
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command, must promote progress of useful arts.  The right of an 

inventor to patent an invention stems from Article I, which 

states in relevant part, that [Congress shall have Power] To 

promote the Progress of Science and useful Arts, by securing for 

limited Times to Authors and inventors the exclusive Right to 

their respective Writings and Discoveries.” 
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hindsight a solution that was not obvious to one of ordinary 
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55 KSR International Co. v. Teleflex Inc, 127 U.S. 1727, 1729 
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56 Id. at 1730 
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July 28, 1989, reveals a support structure whereby one of the 

pedal’s pivots stays fixed when the pedal location is adjusted.  
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